
§ 1.31  MANUAL OF PATENT EXAMINING PROCEDURE

1997; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.

7, 2000]

Subpart B — National Processing  
Provisions 

PROSECUTION OF APPLICATION AND 

APPOINTMENT OF ATTORNEY OR AGENT 

§ 1.31 Applicant may be represented by one or

more patent practitioners or joint inven-

tors.

An applicant for patent may file and prosecute his

or her own case, or he or she may give a power of

attorney so as to be represented by one or more patent 

practitioners or joint inventors. The United States

Patent and Trademark Office cannot aid in the selec

tion of a patent practitioner.

[50 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985;

revised, 69 FR 29865, May 26, 2004, effective June 25, 

2004; revised 69 FR 35427, June 24, 2004, effective July

26, 2004; revised, 70 FR 56119, Sept. 26, 2005, effective

Nov. 25, 2005]

§ 1.32 Power of attorney.

(a) Definitions.

(1) Patent practitioner means a registered 

patent attorney or registered patent agent under § 

11.6.

(2) Power of attorney means a written docu

ment by which a principal authorizes one or more

patent practitioners or joint inventors to act on his or 

her behalf. 

(3) Principal means either an applicant for 

patent (§ 1.41(b)) or an assignee of entire interest of

the applicant for patent or in a reexamination proceed

ing, the assignee of the entirety of ownership of a

patent. The principal executes a power of attorney 

designating one or more patent practitioners or joint

inventors to act on his or her behalf.

(4) Revocation means the cancellation by the 

principal of the authority previously given to a patent 

practitioner or joint inventor to act on his or her

behalf.

(5) Customer Number means a number that 

may be used to: 

(i) Designate the correspondence address

of a patent application or patent such that the corre

spondence address for the patent application, patent or 

other patent proceeding would be the address associ

ated with the Customer Number;

(ii) Designate the fee address (§ 1.363) of a 

patent such that the fee address for the patent would

be the address associated with the Customer Number; 

and

(iii) Submit a list of patent practitioners 

such that those patent practitioners associated with the 

Customer Number would have power of attorney.

(b) A power of attorney must: 

(1) Be in writing;

(2) Name one or more representatives in 

compliance with (c) of this section; 

(3) Give the representative power to act on 

behalf of the principal; and 

(4) Be signed by the applicant for patent (§ 

1.41(b)) or the assignee of the entire interest of the 

applicant.

(c) A power of attorney may only name as rep

resentative:

(1) One or more joint inventors (§ 1.45);

(2) Those registered patent practitioners

associated with a Customer Number;

(3) Ten or fewer patent practitioners, stating

the name and registration number of each patent prac

titioner. Except as provided in paragraph (c)(1) or

(c)(2) of this section, the Office will not recognize 

more than ten patent practitioners as being of record

in an application or patent. If a power of attorney 

names more than ten patent practitioners, such power

of attorney must be accompanied by a separate paper

indicating which ten patent practitioners named in the 

power of attorney are to be recognized by the Office

as being of record in the application or patent to 

which the power of attorney is directed. 

[Added, 69 FR 29865, May 26, 2004, effective June 

25, 2004; paras. (a) and (c)(3) revised, 70 FR 56119, Sept. 

26, 2005, effective Nov. 25, 2005]

§ 1.33  Correspondence respecting patent appli-

cations, reexamination proceedings, and

other proceedings.

(a) Correspondence address and daytime tele-

phone number. When filing an application, a corre

spondence address must be set forth in either an
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PATENT RULES § 1.33

application data sheet (§ 1.76), or elsewhere, in a

clearly identifiable manner, in any paper submitted 

with an application filing. If no correspondence

address is specified, the Office may treat the mailing

address of the first named inventor (if provided, see 

§§ 1.76(b)(1) and 1.63(c)(2)) as the correspondence

address. The Office will direct all notices, official let

ters, and other communications relating to the appli

cation to the correspondence address. The Office will 

not engage in double correspondence with an appli

cant and a patent practitioner, or with more than one 

patent practitioner except as deemed necessary by the 

Director. If more than one correspondence address is

specified in a single document, the Office will select

one of the specified addresses for use as the corre

spondence address and, if given, will select the

address associated with a Customer Number over a 

typed correspondence address. For the party to whom

correspondence is to be addressed, a daytime tele

phone number should be supplied in a clearly identifi

able manner and may be changed by any party who

may change the correspondence address. The corre

spondence address may be changed as follows:

(1) Prior to filing of § 1.63 oath or declara-

tion by any of the inventors. If a § 1.63 oath or decla

ration has not been filed by any of the inventors, the 

correspondence address may be changed by the party

who filed the application. If the application was filed

by a patent practitioner, any other patent practitioner 

named in the transmittal papers may also change the

correspondence address. Thus, the inventor(s), any

patent practitioner named in the transmittal papers 

accompanying the original application, or a party that 

will be the assignee who filed the application, may 

change the correspondence address in that application

under this paragraph.

(2) Where a § 1.63 oath or declaration has

been filed by any of the inventors. If a § 1.63 oath or 

declaration has been filed, or is filed concurrent with

the filing of an application, by any of the inventors,

the correspondence address may be changed by the

parties set forth in paragraph (b) of this section,

except for paragraph (b)(2). 

(b) Amendments and other papers. Amend

ments and other papers, except for written assertions 

pursuant to § 1.27(c)(2)(ii) of this part, filed in the 

application must be signed by:

(1) A patent practitioner of record appointed 

in compliance with § 1.32(b); 

(2) A patent practitioner not of record who 

acts in a representative capacity under the provisions 

of § 1.34;

(3) An assignee as provided for under

§ 3.71(b) of this chapter; or

(4) All of the applicants (§ 1.41(b)) for

patent, unless there is an assignee of the entire interest

and such assignee has taken action in the application 

in accordance with § 3.71 of this chapter.

(c) All notices, official letters, and other com

munications for the patent owner or owners in a reex

amination proceeding will be directed to the attorney 

or agent of record (see  §  1.32(b)) in the patent file at 

the address listed on the register of patent attorneys

and agents maintained pursuant to §§ 11.5 and 11.11

of this subchapter, or, if no attorney or agent is of

record, to the patent owner or owners at the address or 

addresses of record. Amendments and other papers 

filed in a reexamination proceeding on behalf of the 

patent owner must be signed by the patent owner, or if 

there is more than one owner by all the owners, or by 

an attorney or agent of record in the patent file, or by a

registered attorney or agent not of record who acts in 

a representative capacity under the provisions of § 

1.34. Double correspondence with the patent owner or

owners and the patent owner’s attorney or agent, or

with more than one attorney or agent, will not be 

undertaken. If more than one attorney or agent is of 

record and a correspondence address has not been

specified, correspondence will be held with the last 

attorney or agent made of record.

(d) A “correspondence address” or change

thereto may be filed with the Patent and Trademark

Office during the enforceable life of the patent. The

“correspondence address” will be used in any corre

spondence relating to maintenance fees unless a sepa

rate “fee address” has been specified. See § 1.363 for

“fee address” used solely for maintenance fee pur

poses.

(e) A change of address filed in a patent appli

cation or patent does not change the address for a 

patent practitioner in the roster of patent attorneys and 

agents.  See § 11.11 of this title.

[36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 

1981; para. (d) added, 49 FR 34724, Aug. 31, 1984, effec

tive Nov. 1, 1984; para. (c), 50 FR 5171, Feb. 6, 1985,
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§ 1.34 MANUAL OF PATENT EXAMINING PROCEDURE

effective Mar. 8, 1985; paras. (a) & (b) revised, 62 FR 

53131, Oct. 10 1997, effective Dec. 1, 1997; paras. (a) and

(b) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,

2000; para. (a) revised, 68 FR 14332, Mar. 25, 2003, effec

tive May 1, 2003; (a) introductory text, (b) introductory

text, and paras. (b)(1), (b)(2) and (c) revised, 69 FR 29865,

May 26, 2004, effective June 25, 2004; para. (c) revised, 69

FR 35427, June 24, 2004, effective July 26, 2004; para. (c) 

revised, 70 FR 3880, Jan. 27, 2005, effective Dec. 8, 2004;

para. (a) introductory text revised, paras. (a)(1), (b)(1), and

(b)(2) revised, and para. (e) added, 70 FR 56119, Sept. 26, 

2005, effective Nov. 25, 2005]

§ 1.34 Acting in a representative capacity.

When a patent practitioner acting in a representa

tive capacity appears in person or signs a paper in

practice before the United States Patent and Trade

mark Office in a patent case, his or her personal

appearance or signature shall constitute a representa

tion to the United States Patent and Trademark Office

that under the provisions of this subchapter and the 

law, he or she is authorized to represent the particular 

party on whose behalf he or she acts. In filing such a

paper, the patent practitioner must set forth his or her 

registration number, his or her name and signature.

Further proof of authority to act in a representative

capacity may be required.

[46 FR 29181, May 29, 1981; para. (a), 50 FR 5171,

Feb. 6, 1985, effective Mar. 6, 1985; revised, 65 FR 54604,

Sept. 8, 2000, effective Nov. 7, 2000; revised, 69 FR 

29865, May 26, 2004, effective June 25, 2004; revised, 70

FR 56119, Sept. 26, 2005, effective Nov. 25, 2005]

§ 1.36 Revocation of power of attorney; withdrawal

of patent attorney or agent.

(a) A power of attorney, pursuant to § 1.32(b), 

may be revoked at any stage in the proceedings of a 

case by an applicant for patent (§ 1.41(b)) or an 

assignee of the entire interest of the applicant, or the 

owner of the entire interest of a patent. A power of 

attorney to the patent practitioners associated with a 

Customer Number will be treated as a request to 

revoke any powers of attorney previously given.

Fewer than all of the applicants (or fewer than all of 

the assignees of the entire interest of the applicant or,

in a reexamination proceeding, fewer than all the 

owners of the entire interest of a patent) may revoke

the power of attorney only upon a showing of suffi

cient cause, and payment of the petition fee set forth 

in § 1.17(f). A patent practitioner will be notified of 

the revocation of the power of attorney. Where power 

of attorney is given to the patent practitioners associ

ated with a Customer Number (§ 1.32(c)(2)), the prac

titioners so appointed will also be notified of the 

revocation of the power of attorney when the power

of attorney to all of the practitioners associated with 

the Customer Number is revoked. The notice of revo

cation will be mailed to the correspondence address

for the application (§ 1.33) in effect before the revoca

tion. An assignment will not of itself operate as a 

revocation of a power previously given, but the 

assignee of the entire interest of the applicant may

revoke previous powers of attorney and give another

power of attorney of the assignee’s own selection as 

provided in § 1.32(b).

(b) A registered patent attorney or patent agent

who has been given a power of attorney pursuant to §

1.32(b) may withdraw as attorney or agent of record

upon application to and approval by the Director. The 

applicant or patent owner will be notified of the with

drawal of the registered patent attorney or patent

agent. Where power of attorney is given to the patent 

practitioners associated with a Customer Number, a 

request to delete all of the patent practitioners associ

ated with the Customer Number may not be granted if

an applicant has given power of attorney to the patent 

practitioners associated with the Customer Number in 

an application that has an Office action to which a 

reply is due, but insufficient time remains for the 

applicant to file a reply. See § 41.5 of this title for

withdrawal during proceedings before the Board of 

Patent Appeals and Interferences. 

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;

revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 

2000; revised, 68 FR 14332, Mar. 25, 2003, effective May 

1, 2003; revised, 69 FR 29865, May 26, 2004, effective

June 25, 2004; revised, 69 FR 49959, Aug. 12, 2004, effec

tive Sept. 13, 2004; para. (a) revised, 70 FR 56119, Sept. 

26, 2005, effective Nov. 25, 2005]

WHO MAY APPLY FOR A PATENT

§  1.41 Applicant for patent.

(a) A patent is applied for in the name or names

of the actual inventor or inventors.

Rev. 5, Aug. 2006 R-42



§ 1.46  MANUAL OF PATENT EXAMINING PROCEDURE

(b) Inventors may apply for a patent jointly 

even though 

(1) They did not physically work together or

at the same time, 

(2) Each inventor did not make the same type

or amount of contribution, or

(3) Each inventor did not make a contribu

tion to the subject matter of every claim of the appli

cation.

(c) If multiple inventors are named in a nonpro

visional application, each named inventor must have 

made a contribution, individually or jointly, to the 

subject matter of at least one claim of the application

and the application will be considered to be a joint

application under 35 U.S.C. 116. If multiple inventors 

are named in a provisional application, each named 

inventor must have made a contribution, individually

or jointly, to the subject matter disclosed in the provi

sional application and the provisional application will 

be considered to be a joint application under 

35 U.S.C. 116.

[paras. (b) and (c), 47 FR 41274, Sept. 17, 1982, effec

tive Oct. 1, 1982; 48 FR 2709, Jan. 20, 1983, effective Feb.

27, 1983; 50 FR 9379, Mar. 7, 1985, effective May 8, 1985;

para. (c) revised, 60 FR 20195, Apr. 25, 1995, effective

June 8, 1995]

§  1.46 Assigned inventions and patents. 

In case the whole or a part interest in the invention

or in the patent to be issued is assigned, the applica

tion must still be made or authorized to be made, and 

an oath or declaration signed, by the inventor or one

of the persons mentioned in §§ 1.42, 1.43, or 1.47.

However, the patent may be issued to the assignee or

jointly to the inventor and the assignee as provided in 

§ 3.81.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;

57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

§ 1.47  Filing when an inventor refuses to sign or 

cannot be reached.

(a) If a joint inventor refuses to join in an appli

cation for patent or cannot be found or reached after

diligent effort, the application may be made by the 

other inventor on behalf of himself or herself and the

nonsigning inventor. The oath or declaration in such

an application must be accompanied by a petition

including proof of the pertinent facts, the fee set forth

in § 1.17(g), and the last known address of the non-

signing inventor. The nonsigning inventor may subse

quently join in the application by filing an oath or 

declaration complying with § 1.63.

(b) Whenever all of the inventors refuse to exe

cute an application for patent, or cannot be found or

reached after diligent effort, a person to whom an 

inventor has assigned or agreed in writing to assign 

the invention, or who otherwise shows sufficient pro

prietary interest in the matter justifying such action, 

may make application for patent on behalf of and as 

agent for all the inventors. The oath or declaration in 

such an application must be accompanied by a peti

tion including proof of the pertinent facts, a showing

that such action is necessary to preserve the rights of 

the parties or to prevent irreparable damage, the fee

set forth in § 1.17(g), and the last known address of all 

of the inventors. An inventor may subsequently join 

in the application by filing an oath or declaration

complying with § 1.63. 

(c) The Office will send notice of the filing of

the application to all inventors who have not joined in 

the application at the address(es) provided in the peti

tion under this section, and publish notice of the filing 

of the application in the Official Gazette. The Office

may dispense with this notice provision in a continua

tion or divisional application, if notice regarding the 

filing of the prior application was given to the non-

signing inventor(s).

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982;

48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; revised, 

62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997;

revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7, 

2000; paras. (a) and (b) revised, 69 FR 56481, Sept. 21, 

2004, effective Nov. 22, 2004]

§ 1.48  Correction of inventorship in a patent

application, other than a reissue applica-

tion, pursuant to 35 U.S.C. 116.

(a) Nonprovisional application after oath/dec-

laration filed. If the inventive entity is set forth in 

error in an executed § 1.63 oath or declaration in a 

nonprovisional application, and such error arose with

out any deceptive intention on the part of the person

named as an inventor in error or on the part of the per

son who through error was not named as an inventor,

the inventorship of the nonprovisional application
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§ 1.56  MANUAL OF PATENT EXAMINING PROCEDURE

§ 1.56 Duty to disclose information material to 

patentability.

(a) A patent by its very nature is affected with a 

public interest. The public interest is best served, and 

the most effective patent examination occurs when, at 

the time an application is being examined, the Office

is aware of and evaluates the teachings of all informa

tion material to patentability. Each individual associ

ated with the filing and prosecution of a patent 

application has a duty of candor and good faith in

dealing with the Office, which includes a duty to dis

close to the Office all information known to that indi

vidual to be material to patentability as defined in this 

section. The duty to disclose information exists with

respect to each pending claim until the claim is can

celled or withdrawn from consideration, or the appli

cation becomes abandoned. Information material

to the patentability of a claim that is cancelled or

withdrawn from consideration need not be submitted 

if the information is not material to the patentability

of any claim remaining under consideration in the

application. There is no duty to submit information

which is not material to the patentability of any exist

ing claim. The duty to disclose all information known

to be material to patentability is deemed to be satis

fied if all information known to be material to patent

ability of any claim issued in a patent was cited by the 

Office or submitted to the Office in the manner pre

scribed by §§ 1.97(b)-(d) and 1.98. However, no 

patent will be granted on an application in connection

with which fraud on the Office was practiced or 

attempted or the duty of disclosure was violated 

through bad faith or intentional misconduct. The

Office encourages applicants to carefully examine:

(1) Prior art cited in search reports of a for

eign patent office in a counterpart application, and 

(2) The closest information over which indi

viduals associated with the filing or prosecution of a 

patent application believe any pending claim patent

ably defines, to make sure that any material informa

tion contained therein is disclosed to the Office.

(b) Under this section, information is material 

to patentability when it is not cumulative to informa

tion already of record or being made of record in the 

application, and 

(1) It establishes, by itself or in combination

with other information, a prima facie case of unpat

entability of a claim; or

(2) It refutes, or is inconsistent with, a posi

tion the applicant takes in:

(i) Opposing an argument of unpatentabil

ity relied on by the Office, or 

(ii) Asserting an argument of patentability.

A prima facie case of unpatentability is established 

when the information compels a conclusion that a 

claim is unpatentable under the preponderance of evi

dence, burden-of-proof standard, giving each term in 

the claim its broadest reasonable construction consis

tent with the specification, and before any consider

ation is given to evidence which may be submitted in

an attempt to establish a contrary conclusion of pat

entability.

(c) Individuals associated with the filing or 

prosecution of a patent application within the mean

ing of this section are: 

(1) Each inventor named in the application; 

(2) Each attorney or agent who prepares or

prosecutes the application; and 

(3) Every other person who is substantively

involved in the preparation or prosecution of the 

application and who is associated with the inventor,

with the assignee or with anyone to whom there is an 

obligation to assign the application.

(d) Individuals other than the attorney, agent or 

inventor may comply with this section by disclosing 

information to the attorney, agent, or inventor.

(e) In any continuation-in-part application, the

duty under this section includes the duty to disclose to

the Office all information known to the person to be 

material to patentability, as defined in paragraph (b)

of this section, which became available between the 

filing date of the prior application and the national or 

PCT international filing date of the continuation-in

part application. 

[42 FR 5593, Jan. 28, 1977; paras. (d) & (e) - (i), 

47 FR 21751, May 19, 1982, effective July 1, 1982; para. 

(c), 48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;

paras. (b) and (j), 49 FR 554, Jan. 4, 1984, effective Apr. 1,

1984; paras. (d) and (h), 50 FR 5171, Feb. 6, 1985, effec

tive Mar. 8, 1985; para. (e), 53 FR 47808, Nov. 28, 1988,

effective Jan. 1, 1989; 57 FR 2021, Jan. 17, 1992, effective

Mar. 16, 1992; para. (e) added, 65 FR 54604, Sept. 8, 2000,

effective Nov. 7, 2000]
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PATENT RULES § 1.63

(c) Upon request by an applicant and payment 

of the fee specified in § 1.19(b), the Office will fur

nish copies of an application, unless the application

has been disposed of (see §§ 1.53(e), (f) and (g)). The

Office cannot provide or certify copies of an applica

tion that has been disposed of. 

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;

49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 

48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 

23123, May 31, 1985, effective Feb. 11, 1985; revised, 60

FR 20195, Apr. 25, 1995, effective June 8, 1995; revised, 

62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997; para.

(b) revised, 65 FR 54604, Sept. 8, 2000, effective Nov. 7,

2000; para. (b) revised, 68 FR 14332, Mar. 25, 2003, effec

tive May 1, 2003; revised, 68 FR 38611, June 30, 2003,

effective July 30, 2003; para. (a)(1) revised, 69 FR 49959,

Aug. 12, 2004, effective Sept. 13, 2004; para. (b) revised, 

69 FR 56481, Sept. 21, 2004, effective Nov. 22, 2004]

§ 1.60 [Reserved]

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;

49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; 50 FR 

9379, Mar. 7, 1985, effective May 8, 1985; paras. (a), (b)

and (c), 54 FR 47519, Nov. 15, 1989, effective Jan. 16,

1990; paras. (b) and (c) revised, para. (d) added, 57 FR 

56446, Nov. 30, 1992, effective Jan. 4, 1993; para. (b)

revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 

1995; removed and reserved, 62 FR 53131, Oct. 10, 1997,

effective Dec. 1, 1997]

§ 1.61 [Reserved]

(Editor’s note: Substance is now in § 1.495)

§ 1.62 [Reserved]

[47 FR 47244, Oct. 25, 1982, added effective Feb. 27, 

1983; 48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 

1983; paras. (a) and (d), 49 FR 555, Jan. 4, 1984, effective

Apr. 1, 1984; paras. (a), (c), and (h), 50 FR 9380, Mar. 7, 

1985, effective May 8, 1985; paras. (e) and (j), 54 FR 

47519, Nov. 15, 1989, effective Jan. 16, 1990; paras. (a) 

and (e) revised, 60 FR 20195, Apr. 25, 1995, effective June

8, 1995; para. (f) revised, 61 FR 42790, Aug. 19, 1996,

effective Sept. 23, 1996; removed and reserved, 62 FR 

53131, Oct. 10, 1997, effective Dec. 1, 1997]

OATH OR DECLARATION

§  1.63 Oath or declaration.

(a) An oath or declaration filed under

§ 1.51(b)(2) as a part of a nonprovisional application

must:

(1) Be executed, i.e., signed, in accordance

with either § 1.66 or § 1.68. There is no minimum age

for a person to be qualified to sign, but the person 

must be competent to sign, i.e., understand the docu

ment that the person is signing; 

(2) Identify each inventor by full name,

including the family name, and at least one given

name without abbreviation together with any other 

given name or initial;

(3) Identify the country of citizenship of each 

inventor; and 

(4) State that the person making the oath or 

declaration believes the named inventor or inventors

to be the original and first inventor or inventors of the 

subject matter which is claimed and for which a 

patent is sought.

(b) In addition to meeting the requirements of

paragraph (a) of this section, the oath or declaration

must also: 

(1) Identify the application to which it is 

directed;

(2) State that the person making the oath or 

declaration has reviewed and understands the contents 

of the application, including the claims, as amended

by any amendment specifically referred to in the oath

or declaration; and 

(3) State that the person making the oath or 

declaration acknowledges the duty to disclose to the 

Office all information known to the person to be 

material to patentability as defined in § 1.56. 

(c) Unless such information is supplied on an

application data sheet in accordance with § 1.76, the

oath or declaration must also identify:

(1) The mailing address, and the residence if 

an inventor lives at a location which is different from 

where the inventor customarily receives mail, of each

inventor; and 

(2) Any foreign application for patent (or 

inventor’s certificate) for which a claim for priority is 
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§ 1.64 MANUAL OF PATENT EXAMINING PROCEDURE

made pursuant to § 1.55, and any foreign application

having a filing date before that of the application on 

which priority is claimed, by specifying the applica

tion number, country, day, month, and year of its fil

ing.

(d)(1) A newly executed oath or declaration is 

not required under § 1.51(b)(2) and § 1.53(f) in a con

tinuation or divisional application, provided that: 

(i) The prior nonprovisional application

contained an oath or declaration as prescribed by

paragraphs (a) through (c) of this section; 

(ii) The continuation or divisional applica

tion was filed by all or by fewer than all of the inven

tors named in the prior application;

(iii) The specification and drawings filed in 

the continuation or divisional application contain no 

matter that would have been new matter in the prior

application; and

(iv) A copy of the executed oath or declara

tion filed in the prior application, showing the signa

ture or an indication thereon that it was signed, is 

submitted for the continuation or divisional applica

tion.

(2) The copy of the executed oath or declara

tion submitted under this paragraph for a continuation 

or divisional application must be accompanied by a 

statement requesting the deletion of the name or 

names of the person or persons who are not inventors

in the continuation or divisional application.

(3) Where the executed oath or declaration of 

which a copy is submitted for a continuation or divi

sional application was originally filed in a prior appli

cation accorded status under § 1.47, the copy of the

executed oath or declaration for such prior application

must be accompanied by: 

(i) A copy of the decision granting a peti

tion to accord § 1.47 status to the prior application,

unless all inventors or legal representatives have filed 

an oath or declaration to join in an application

accorded status under § 1.47 of which the continua

tion or divisional application claims a benefit under 

35 U.S.C. 120, 121, or 365(c); and

(ii) If one or more inventor(s) or legal rep

resentative(s) who refused to join in the prior applica

tion or could not be found or reached has

subsequently joined in the prior application or another 

application of which the continuation or divisional

application claims a benefit under 35 U.S.C. 120, 121,

or 365(c), a copy of the subsequently executed oath(s)

or declaration(s) filed by the inventor or legal repre

sentative to join in the application.

(4) Where the power of attorney or corre

spondence address was changed during the prosecu

tion of the prior application, the change in power of 

attorney or correspondence address must be identified

in the continuation or divisional application. Other

wise, the Office may not recognize in the continuation

or divisional application the change of power of attor

ney or correspondence address during the prosecution

of the prior application. 

(5) A newly executed oath or declaration

must be filed in a continuation or divisional applica

tion naming an inventor not named in the prior appli

cation.

(e) A newly executed oath or declaration must 

be filed in any continuation-in-part application, which 

application may name all, more, or fewer than all of 

the inventors named in the prior application.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 

1983; 48 FR 4285, Jan. 31, 1983; paras. (b)(3) and (d),

57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. 

(a) revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 

1995; paras. (a) & (d) revised, para. (e) added, 62 FR 

53131, Oct. 10, 1997, effective Dec. 1, 1997; paras. (a), (b),

(c), and (e) revised, 65 FR 54604, Sept. 8, 2000, effective

Nov. 7, 2000; para. (d)(4) revised, 69 FR 56481, Sept. 21,

2004, effective Oct. 21, 2004]

§  1.64 Person making oath or declaration.

(a) The oath or declaration (§ 1.63), including 

any supplemental oath or declaration (§ 1.67), must 

be made by all of the actual inventors except as pro

vided for in §§ 1.42, 1.43, 1.47, or § 1.67.

(b) If the person making the oath or declaration

or any supplemental oath or declaration is not the 

inventor (§§ 1.42, 1.43, 1.47, or § 1.67), the oath or

declaration shall state the relationship of the person to

the inventor, and, upon information and belief, the 

facts which the inventor is required to state. If the per

son signing the oath or declaration is the legal repre

sentative of a deceased inventor, the oath or

declaration shall also state that the person is a legal 

representative and the citizenship, residence, and 

mailing address of the legal representative.
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[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 

1983; revised, 65 FR 54604, Sept. 8, 2000, effective Nov.

7, 2000]

§  1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before 

any person within the United States authorized by law

to administer oaths. An oath made in a foreign coun

try may be made before any diplomatic or consular

officer of the United States authorized to administer 

oaths, or before any officer having an official seal and 

authorized to administer oaths in the foreign country

in which the applicant may be, whose authority shall 

be proved by a certificate of a diplomatic or consular

officer of the United States, or by an apostille of an 

official designated by a foreign country which, by 

treaty or convention, accords like effect to apostilles

of designated officials in the United States. The oath

shall be attested in all cases in this and other coun

tries, by the proper official seal of the officer before 

whom the oath or affirmation is made. Such oath or 

affirmation shall be valid as to execution if it complies

with the laws of the State or country where made. 

When the person before whom the oath or affirmation

is made in this country is not provided with a seal, his 

official character shall be established by competent 

evidence, as by a certificate from a clerk of a court of

record or other proper officer having a seal. 

(b) When the oath is taken before an officer in a 

country foreign to the United States, any accompany

ing application papers, except the drawings, must be 

attached together with the oath and a ribbon passed

one or more times through all the sheets of the appli

cation, except the drawings, and the ends of said rib

bon brought together under the seal before the latter is 

affixed and impressed, or each sheet must be 

impressed with the official seal of the officer before 

whom the oath is taken. If the papers as filed are not 

properly ribboned or each sheet impressed with the

seal, the case will be accepted for examination, but 

before it is allowed, duplicate papers, prepared in 

compliance with the foregoing sentence, must be 

filed.

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982]

§  1.67 Supplemental oath or declaration.

(a) The Office may require, or inventors and 

applicants may submit, a supplemental oath or decla

ration meeting the requirements of § 1.63 or § 1.162

to correct any deficiencies or inaccuracies present in 

the earlier filed oath or declaration. 

(1) Deficiencies or inaccuracies relating to 

all the inventors or applicants (§§ 1.42, 1.43, or § 

1.47) may be corrected with a supplemental oath or 

declaration signed by all the inventors or applicants.

(2) Deficiencies or inaccuracies relating to 

fewer than all of the inventor(s) or applicant(s) (§§ 

1.42, 1.43 or § 1.47) may be corrected with a supple

mental oath or declaration identifying the entire

inventive entity but signed only by the inventor(s) or

applicant(s) to whom the error or deficiency relates. 

(3) Deficiencies or inaccuracies due to the

failure to meet the requirements of § 1.63(c) (e.g., to 

correct the omission of a mailing address of an inven

tor) in an oath or declaration may be corrected with an 

application data sheet in accordance with § 1.76. 

(4) Submission of a supplemental oath or 

declaration or an application data sheet (§ 1.76), as

opposed to who must sign the supplemental oath or

declaration or an application data sheet, is governed

by § 1.33(a)(2) and paragraph (b) of this section. 

(b) A supplemental oath or declaration meeting 

the requirements of § 1.63 must be filed when a claim

is presented for matter originally shown or described

but not substantially embraced in the statement of 

invention or claims originally presented or when an

oath or declaration submitted in accordance with 

§ 1.53(f) after the filing of the specification and any

required drawings specifically and improperly refers 

to an amendment which includes new matter. No new 

matter may be introduced into a nonprovisional appli

cation after its filing date even if a supplemental oath 

or declaration is filed. In proper situations, the oath or 

declaration here required may be made on information

and belief by an applicant other than the inventor.

(c) [Reserved]

[48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983;

para. (c) added, 57 FR 2021, Jan. 17, 1992, effective Mar.

16, 1992; para. (b) revised, 60 FR 20195, Apr. 25, 1995,

effective June 8, 1995; para. (b) revised, 62 FR 53131, Oct.

10, 1997, effective Dec. 1, 1997; para. (a) revised and para. 

(c) removed and reserved, 65 FR 54604, Sept. 8, 2000,

effective Nov. 7, 2000]
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§  1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trade

mark Office and which is required by any law, rule, or 

other regulation to be under oath may be subscribed to 

by a written declaration. Such declaration may be 

used in lieu of the oath otherwise required, if, and 

only if, the declarant is on the same document,

warned that willful false statements and the like are 

punishable by fine or imprisonment, or both (18 

U.S.C. 1001) and may jeopardize the validity of the

application or any patent issuing thereon. The 

declarant must set forth in the body of the declaration

that all statements made of the declarant’s own 

knowledge are true and that all statements made on 

information and belief are believed to be true.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.69  Foreign language oaths and declarations.

(a) Whenever an individual making an oath or

declaration cannot understand English, the oath or 

declaration must be in a language that such individual

can understand and shall state that such individual 

understands the content of any documents to which

the oath or declaration relates.

(b) Unless the text of any oath or declaration in

a language other than English is in a form provided by

the Patent and Trademark Office or in accordance

with PCT Rule 4.17(iv), it must be accompanied by

an English translation together with a statement that

the translation is accurate, except that in the case of an 

oath or declaration filed under §  1.63, the translation

may be filed in the Office no later than two months 

from the date applicant is notified to file the transla

tion.

[42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan. 

20, 1983, effective Feb. 27, 1983; para. (b) revised, 62 FR 

53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (b) 

revised, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 

2004; para. (b) revised, 70 FR 3880, Jan. 27, 2005, effec

tive Dec. 8, 2004]

§ 1.70  [Reserved]

(Editor’s note: Substance moved to § 1.497)

[52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION 

§ 1.71  Detailed description and specification of 

the invention.

(a) The specification must include a written

description of the invention or discovery and of the

manner and process of making and using the same,

and is required to be in such full, clear, concise, and

exact terms as to enable any person skilled in the art 

or science to which the invention or discovery apper

tains, or with which it is most nearly connected, to 

make and use the same.

(b) The specification must set forth the precise

invention for which a patent is solicited, in such man

ner as to distinguish it from other inventions and from

what is old. It must describe completely a specific 

embodiment of the process, machine, manufacture,

composition of matter or improvement invented, and 

must explain the mode of operation or principle

whenever applicable. The best mode contemplated by 

the inventor of carrying out his invention must be set

forth.

(c) In the case of an improvement, the specifi

cation must particularly point out the part or parts of

the process, machine, manufacture, or composition of

matter to which the improvement relates, and the 

description should be confined to the specific

improvement and to such parts as necessarily cooper

ate with it or as may be necessary to a complete 

understanding or description of it.

(d) A copyright or mask work notice may be 

placed in a design or utility patent application adja

cent to copyright and mask work material contained

therein. The notice may appear at any appropriate por

tion of the patent application disclosure. For notices in 

drawings, see § 1.84(s). The content of the notice

must be limited to only those elements provided for

by law. For example, “©1983 John Doe”(17 U.S.C. 

401) and “*M* John Doe” (17 U.S.C. 909) would be 

properly limited and, under current statutes, legally

sufficient notices of copyright and mask work, respec

tively. Inclusion of a copyright or mask work notice

will be permitted only if the authorization language 

set forth in paragraph (e) of this section is included at 

the beginning (preferably as the first paragraph) of the

specification.

(e) The authorization shall read as follows:

Rev. 5, Aug. 2006 R-62



§ 1.96  MANUAL OF PATENT EXAMINING PROCEDURE

[Revised, 68 FR 14332, Mar. 25, 2003, effective May

1, 2003]

§ 1.96 Submission of computer program list-

ings.

(a) General. Descriptions of the operation and 

general content of computer program listings should

appear in the description portion of the specification.

A computer program listing for the purpose of this 

section is defined as a printout that lists in appropriate

sequence the instructions, routines, and other contents

of a program for a computer. The program listing may 

be either in machine or machine-independent (object

or source) language which will cause a computer to 

perform a desired procedure or task such as solve a 

problem, regulate the flow of work in a computer, or

control or monitor events. Computer program listings 

may be submitted in patent applications as set forth in

paragraphs (b) and (c) of this section. 

(b) Material which will be printed in the patent:

If the computer program listing is contained in 300 

lines or fewer, with each line of 72 characters or 

fewer, it may be submitted either as drawings or as

part of the specification.

(1) Drawings. If the listing is submitted as

drawings, it must be submitted in the manner and 

complying with the requirements for drawings as pro

vided in § 1.84. At least one figure numeral is 

required on each sheet of drawing. 

(2) Specification.

(i) If the listing is submitted as part of the 

specification, it must be submitted in accordance with

the provisions of § 1.52.

(ii) Any listing having more than 60 lines

of code that is submitted as part of the specification

must be positioned at the end of the description but

before the claims. Any amendment must be made by 

way of submission of a substitute sheet.

(c) As an appendix which will not be printed:

Any computer program listing may, and any computer

program listing having over 300 lines (up to 72 char

acters per line) must, be submitted on a compact disc

in compliance with § 1.52(e). A compact disc contain

ing such a computer program listing is to be referred 

to as a “computer program listing appendix.” The 

“computer program listing appendix” will not be part 

of the printed patent. The specification must include a 

reference to the “computer program listing appendix”

at the location indicated in § 1.77(b)(5). 

(1) Multiple computer program listings for a 

single application may be placed on a single compact 

disc. Multiple compact discs may be submitted for a 

single application if necessary. A separate compact 

disc is required for each application containing a com

puter program listing that must be submitted on a

“computer program listing appendix.” 

(2) The “computer program listing appendix”

must be submitted on a compact disc that complies 

with § 1.52(e) and the following specifications (no 

other format shall be allowed):

(i) Computer Compatibility: IBM PC/XT/

AT, or compatibles, or Apple Macintosh;

(ii) Operating System Compatibility: MS

DOS, MS-Windows, Unix, or Macintosh;

(iii) Line Terminator: ASCII Carriage

Return plus ASCII Line Feed; 

(iv) Control Codes: the data must not be

dependent on control characters or codes which are 

not defined in the ASCII character set; and 

(v) Compression: uncompressed data.

[46 FR 2612, Jan. 12, 1981; para. (b)(1), 54 FR 47519,

Nov. 15, 1989, effective Jan. 16, 1990; revised, 61 FR

42790, Aug. 19, 1996, effective Sept. 23, 1996; paras. (b)

and (c) revised, 65 FR 54604, Sept. 8, 2000, effective Sept. 

8, 2000 (effective date corrected, 65 FR 78958, Dec. 18,

2000; para. (c) introductory text revised, 70 FR 54259,

Sept. 14, 2005, effective Sept. 14, 2005]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure state-

ment.

(a) In order for an applicant for a patent or for a

reissue of a patent to have an information disclosure

statement in compliance with § 1.98 considered by the

Office during the pendency of the application, the 

information disclosure statement must satisfy one of 

paragraphs (b), (c), or (d) of this section. 

(b) An information disclosure statement shall 

be considered by the Office if filed by the applicant

within any one of the following time periods: 

(1) Within three months of the filing date of a 

national application other than a continued prosecu

tion application under § 1.53(d); 
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(2) Within three months of the date of entry

of the national stage as set forth in § 1.491 in an inter

national application; 

(3) Before the mailing of a first Office action 

on the merits; or 

(4) Before the mailing of a first Office action 

after the filing of a request for continued examination 

under § 1.114.

(c) An information disclosure statement shall

be considered by the Office if filed after the period 

specified in paragraph (b) of this section, provided 

that the information disclosure statement is filed 

before the mailing date of any of a final action under

§ 1.113, a notice of allowance under § 1.311, or an 

action that otherwise closes prosecution in the appli

cation, and it is accompanied by one of: 

(1) The statement specified in paragraph (e) 

of this section; or 

(2) The fee set forth in § 1.17(p). 

(d) An information disclosure statement shall

be considered by the Office if filed by the applicant

after the period specified in paragraph (c) of this sec

tion, provided that the information disclosure state

ment is filed on or before payment of the issue fee and

is accompanied by:

(1) The statement specified in paragraph (e) 

of this section; and 

(2) The fee set forth in § 1.17(p). 

(e) A statement under this section must state

either:

(1) That each item of information contained

in the information disclosure statement was first cited 

in any communication from a foreign patent office in 

a counterpart foreign application not more than three 

months prior to the filing of the information disclo

sure statement; or 

(2) That no item of information contained in 

the information disclosure statement was cited in a

communication from a foreign patent office in a coun

terpart foreign application, and, to the knowledge of 

the person signing the certification after making rea

sonable inquiry, no item of information contained in 

the information disclosure statement was known to 

any individual designated in § 1.56(c) more than three

months prior to the filing of the information disclo

sure statement. 

(f) No extensions of time for filing an informa

tion disclosure statement are permitted under § 1.136.

If a bona fide attempt is made to comply with § 1.98, 

but part of the required content is inadvertently omit

ted, additional time may be given to enable full com

pliance.

(g) An information disclosure statement filed in 

accordance with section shall not be construed as a 

representation that a search has been made.

(h) The filing of an information disclosure

statement shall not be construed to be an admission

that the information cited in the statement is, or is 

considered to be, material to patentability as defined

in § 1.56(b).

(i) If an information disclosure statement

does not comply with either this section or § 1.98, it 

will be placed in the file but will not be considered by 

the Office.

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 

1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;

para. (d) revised, 60 FR 20195, Apr. 25, 1995, effective

June 8, 1995; paras. (a)- (d) revised, 61 FR 42790, Aug. 19, 

1996, effective Sept. 23, 1996; paras. (c)-(e) revised, 62 FR 

53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (b)

revised, 65 FR 14865, Mar. 20, 2000, effective May 29, 

2000 (adopted as final, 65 FR 50092, Aug. 16, 2000);

paras. (a) through (e) and (i) revised, 65 FR 54604, Sept. 8, 

2000, effective Nov. 7, 2000]

§ 1.98 Content of information disclosure state-

ment.

(a) Any information disclosure statement filed

under § 1.97 shall include the items listed in para

graphs (a)(1), (a)(2) and (a)(3) of this section. 

(1) A list of all patents, publications, applica

tions, or other information submitted for consider

ation by the Office. U.S. patents and U.S. patent

application publications must be listed in a section 

separately from citations of other documents. Each 

page of the list must include: 

(i) The application number of the applica

tion in which the information disclosure statement is

being submitted; 

(ii) A column that provides a space, next to 

each document to be considered, for the examiner’s

initials; and 

(iii) A heading that clearly indicates that

the list is an information disclosure statement. 

(2) A legible copy of:

(i) Each foreign patent;
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(ii) Each publication or that portion which 

caused it to be listed, other than U.S. patents and U.S.

patent application publications unless required by the 

Office;

(iii) For each cited pending unpublished 

U.S. application, the application specification includ

ing the claims, and any drawing of the application, or 

that portion of the application which caused it to be 

listed including any claims directed to that portion; 

and

(iv) All other information or that portion 

which caused it to be listed.

(3)(i) A concise explanation of the relevance, as

it is presently understood by the individual designated

in § 1.56(c) most knowledgeable about the content of 

the information, of each patent, publication, or other

information listed that is not in the English language. 

The concise explanation may be either separate from

applicant’s specification or incorporated therein.

(ii) A copy of the translation if a written 

English-language translation of a non-English-lan

guage document, or portion thereof, is within the pos

session, custody, or control of, or is readily available

to any individual designated in § 1.56(c).

(b)(1) Each U.S. patent listed in an information 

disclosure statement must be identified by inventor,

patent number, and issue date.

(2) Each U.S. patent application publication

listed in an information disclosure statement shall be 

identified by applicant, patent application publication

number, and publication date. 

(3) Each U.S. application listed in an infor

mation disclosure statement must be identified by the 

inventor, application number, and filing date.

(4) Each foreign patent or published foreign

patent application listed in an information disclosure

statement must be identified by the country or patent

office which issued the patent or published the appli

cation, an appropriate document number, and the pub

lication date indicated on the patent or published 

application.

(5) Each publication listed in an information

disclosure statement must be identified by publisher,

author (if any), title, relevant pages of the publication,

date, and place of publication.

(c) When the disclosures of two or more patents 

or publications listed in an information disclosure

statement are substantively cumulative, a copy of one 

of the patents or publications as specified in para

graph (a) of this section may be submitted without

copies of the other patents or publications, provided

that it is stated that these other patents or publications

are cumulative. 

(d) A copy of any patent, publication, pending

U.S. application or other information, as specified in 

paragraph (a) of this section, listed in an information 

disclosure statement is required to be provided, even

if the patent, publication, pending U.S. application or

other information was previously submitted to, or 

cited by, the Office in an earlier application, unless:

(1) The earlier application is properly identi

fied in the information disclosure statement and is

relied on for an earlier effective filing date under 

35 U.S.C. 120; and

(2) The information disclosure statement

submitted in the earlier application complies with 

paragraphs (a) through (c) of this section. 

[42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan. 

20, 1983, effective date Feb. 27, 1983; 57 FR 2021, Jan. 17,

1992, effective Mar. 16, 1992; revised, 65 FR 54604, Sept. 

8, 2000, effective Nov. 7, 2000; paras. (a)(2) and (b)

revised, 65 FR 57024, Sept. 20, 2000, effective Nov. 29, 

2000; para. (e) added, 68 FR 38611, June 30, 2003, effec

tive July 30, 2003; paras. (a) and (c) revised and para. (e) 

removed, 69 FR 56481, Sept. 21, 2004, effective Oct. 21, 

2004]

§ 1.99  Third-party submission in published

application.

(a) A submission by a member of the public of 

patents or publications relevant to a pending pub

lished application may be entered in the application

file if the submission complies with the requirements 

of this section and the application is still pending 

when the submission and application file are brought 

before the examiner.

(b) A submission under this section must iden

tify the application to which it is directed by applica

tion number and include: 

(1) The fee set forth in § 1.17(p);

(2) A list of the patents or publications sub

mitted for consideration by the Office, including the 

date of publication of each patent or publication; 

(3) A copy of each listed patent or publica

tion in written form or at least the pertinent portions; 

and
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