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AIA FITF Roadshows

Concord * Madison * Alexandria * Dallas * Denver * Silicon Valley * Atlanta

Concord, NH ®
September 14
Madison, Wi
September 18
. S—— Denver, CO
1 l':gl::*o;' F-;Y?: October 2 Alexandria, VA -
* . September 23
Aflanta, GA
® October ¥
Dallas, TX

September 30



ATA FITF Roadshow Agenda

Introductory Remarks

FITF — A Year Plus In Review
* Review of examiner training
«  Statistics to date

Wlll My Application Be Examined Under AIA (FITF) Or Not?
1.55/1.78 Statements

*  The power of the ADS

»  Have you checked your filing receipt?

*  Scenarios

BREAK

FITF Overview and Tips on Responding to Prior Art Rejections
« 35 USC102(a)(1) and 102(a)(2) — bases for rejections

« 35USC102(b)(1) and 102(b)(2) — exceptions

*  Scenarios

Effective Use of AIA (FITF) Evidentiary Declarations
« 37CRF 130(a) and 130(b)
»  Scenarios

Tour of the AIA (FITF) Website and Q&A
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FITF — A Year
Plus In Review



Overview

» Review of Examiner Training

» FITF Statistics
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Review of Examiner Training

» FITF Overview Training
(March 2013)
 Introductory FITF Video
* Live Overview Training
» Follow-up Video
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Review of Examiner Training

» FITF Comprehensive Training
(Summer 2013)
 FITF Definitions Video

» ATA Rules/Regulations (non-FITF)
» Live Comprehensive Training
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Review of Examiner Training

» FITF Hands-On-Workshop (HOW)
(began August 2013 and ongoing)
« Small, Interactive Group Training
 Live and Webcast sessions offered
* Brief FITF Overview
* Mock Application
 Office Action Preparation
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Review of Examiner Training

» AIA (FITF) Indicator Training
(January 2014)
* Determining AIA (FITF) Status
e Review of AIA (FITF) Indicator
« Situations Where AIA (FITF)
Indicator May Need to be Updated
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Review of Examiner Training

» AIA (FITF) Declarations under 37 CFR 1.130

(coming October 2014)

 New Rule 37 CFR 1.130 and Evaluation of Declarations
o 130(a) Declarations of Attribution
o 130(b) Declarations of Prior Public Disclosure
« Computer Based Training (CBT) Module for Examiners
« Formal Requirements for 130 Declarations
« Examples of 130(a) and (b) Declarations
« Acknowledging 130 Declarations in Office Actions
« Comparison of Declarations for Pre-AIA and AIA Applications
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First Inventor To File (FITF) Statistics

Pending Applications *

« Pre-AIA (FTT) approximately 86%
« AIA (FITF) approximately 14%

* as of September 2014

11



First Inventor To File (FITF) Statistics

Pending Applications

94

86

® % pre- AIA (FTI)

m % AIA (FITF)
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Feb. 2013 March 2014  Sept. 2014
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First Inventor To File (FITF) Statistics

Applications filed on or after March 16, 2013 *

e Pre-AIA (FTT) approximately 66%
« AIA (FITF) approximately 34%

* Pending as of September 2014
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First Inventor To File (FITF) Statistics

Applications filed on or after March 16, 2013 *

100
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* Pending as of September 2014
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First Inventor To File (FITF) Statistics

AIA (FITF) Applications*®
» 26,508 have received at least a first action
* 10,526 Design (39.7%)
* 3,481 Track One (13.1%)
* 1,500 Other Petition to Make Special (5.7%)
* 11,001 Utility (not fast-tracked) (41.5%)

*as of September 2014
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First Inventor To File (FITF) Statistics

ATA (FITF) Applications having received at least a first action*
% of total

*as of September 2014

Other PTMS Track One
6% 13%
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First Inventor To File (FITF) Statistics

AIA (FITF) Activity by Technology Center since March 16, 2013
30 (% AIA First Action of Total First Action)
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First Inventor To File (FITF) Statistics

AIA (FITF) Applications*
> 12,584 have been allowed/patented
* 8,295 Design (66%)
* 4,289 Utility (34%)

*as of September 2014
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First Inventor To File (FITF) Statistics

ATA (FITF) Applications that have been allowed
or patented*

*as of September 2014
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Will My Application
be Examined Under
ATA (FITF) or not?



Overview

» How to determine if your application is subject to the
AIA First Inventor to File (FITF) provisions

« Pre-AIA (First to Invent) or AIA applications (FITF)
— Transition applications

« Required statement under 37 CFR 1.55 or 1.78 for
AIA transition applications

« Application Data Sheets Tips

» Scenarios to exemplify AIA determination in practice
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Determining AIA (First Inventor to File) Status

» The First Inventor to File (FITF) provisions of the AIA, which became
effective on March 16, 2013:

« DO NOT apply to applications filed before March 16, 2013
(these applications are always pre-AIA (First to Invent or FTI)
applications); and

«  Apply to certain applications filed on or after March 16, 2013.

Note: The U.S. filing date for 35 U.S.C. 371 national stage entries is
the international filing date, not the 371(c) date.
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Determining AIA (First Inventor to File) Status

» An application, filed on or after March 16, 2013, is an AIA (FITF)
application if:

 the application contains or ever contained a claim to an invention
that has an effective filing date that is on or after March 16, 2013
(even if all such claims have now been cancelled);

OR

 the application is ever a CON, CIP, or DIV of an earlier application
that contained at any time a claim having an effective filing date
that is on or after March 16, 2013 (even if the domestic benefit
claim is later deleted).

(oA ) AMERICAINVENTSACT
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Determining AIA (First Inventor to File) Status

» The AIA definition of “effective filing date” (EFD) in 35 U.S.C. 100(1),
which takes foreign priority into account, is used to determine whether
any application, filed on or after March 16, 2013, is an AIA (FITF) or a
pre-AIA (First To Invent) application (aka “AIA application” or “pre-AIA
application,” respectively).

» If an application filed on or after March 16, 2013 is determined to be a
pre-AlA application, the pre-AIA definition of EFD, which does not take
foreign priority into account, is used for examination.

(oA ) AMERICAINVENTSACT

IMPLEMENTATION 24




Determining AIA (First Inventor to File) Status

> What does “contains or ever contained a claim” with an effective
filing date on or after March 16, 2013 mean?

« An application is considered to contain or to have ever
contained such a claim if there is at least one claim having an
effective filing date on or after March 16, 2013, that is:

— pending and under consideration, or
— withdrawn, or
— now cancelled.

» Claims presented but not entered do not affect the AIA
indicator status of an application.

SE AMERICAINVENTSACT
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Determining AIA (First Inventor to File) Status

> What does “contains or ever contained a claim” with an effective
filing date on or after March 16, 2013 mean? (cont.)

« An application is considered NOT to contain or to have ever
contained such a claim if all claims entered have an effective
filing date before March 16, 2013.

Note: A claim with an effective filing date on or after March 16,
2013 that is cancelled on the same day that it is filed is considered
to have not ever been presented. This is consistent with
previous practice.

» A claim that comprises new matter, filed on or after March 16, 2013
in a pre-AlA application, will not change the status from pre-AIA to
AIA, regardless of the filing date of the application.

\ ) AMERICAINVENTSACT
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Application Types Used to Determine
When AIA (FITF) Applies

ol Y < ™

“pure” pre- transition “bure” AIA

First to Invent

application (First Inventor

application to File)
application
Filed before 3/16/2013 Filed on or after 3/16/2013  Fjled on or after 3/16/2013
and and
AT LEAST ONE foreign ALL foreign priority or
priority or domest}c b.eneflt domestic benefit claims, if any,

claim to an appl'n filed are to an appl'n filed

before 3/16/2013 on or after 3/16/2013

B AMERICAINVENTSA CT
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Transition Applications

» “Transition Applications” = Nonprovisional applications that
are:

1. filed on or after March 16, 2013; and

ii. claim foreign priority to, or domestic benefit of, an
application filed before March 16, 2013.

» Transition applications may be either pre-AIA applications or
AIA applications depending on the effective filing date of the
claims in the application.

RN :
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Transition Applications Can Be Either
Pre-AIA or AIA (FITF)

transition
application

transition application OR transition application

* Only ever contains claimed « Contains or ever contained
inventions that have an EFD any claim to an invention
before March 16, 2013 that has an EFD that is on

or after March 16, 2013
and/or
 Isevera CON, DIV, or CIP

) AMERICAINVENTSA CT of an AIA (FITF) application

IMPLEMENTATION 29




1.55/1.78 Statements for
ATA (FITF) Transition Applications

transition
application

transition application OR transition application

* No statement under 37 CFR « Statement under 37 CFR
1.55/1.78 is filed. 1.55/1.78 is required.

) AMERICAINVENTSA CT
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1.55/1.78 Statements for
ATA (FITF) Transition Applications

» When filing a transition application that contains or ever
contained a claim to an invention having an effective filing
date on or after March 16, 2013, a statement under 37 CFR

1.55(@) or 1.78(a)(6) or 1.78(d)(6) (“the 1.55/1.78
statement”) is required.

« Rule 55 relates to foreign priority claims
* Rule 78 relates to domestic benefit claims

» A 1.78 statement in a child transition application is not
needed if a parent contains a 1.55/1.78 statement.
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Forms for Making a 1.55/1.78 Statement

» Updated versions of the application data sheet
(ADS -- Form PTO/AIA/14) and the transmittal
letter for 371 national stage filing (Form PTO-
1390) are available for an applicant to make the

1.55/1.78 statement by marking a check box on
the forms.

: 25 AMERICAINVENTSACT
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Application Data Sheet with
1.55/1.78 Statement Check Box

PTOMALAMA [03-13)
Approved for use Mrough 017312014, OMBS D551-0032

U.3. Patent and Trademark Office; LU.Z. DEPARTMENT OF COMMERCE
Under the Paperwork Reducton Act of 1925, no persons ane required 1o respond to & collection of Information unless It contalns a valkd CMB comtrol numiber.

Attorney Docket Number

Application Data Sheet 37 CFR 1.76

Application Number

Title of Invention

Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition \
Applications

x This application (1) claims priorty fo or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim fo a claimed invention that haz an effective filing date on or after March
K 16,2013,

MNOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined under the first inventor to file provisions of the AlA.

e -
IMPLEMENTATION
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1.55/1.78 Statement

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
16, 2013.

NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined under the first inventor to file provisions of the AlA.

E AMERICAINVENTSACT
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1.55/1.78 Statement

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also
contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March

16, 2013.
NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined under the first inventor to file provisions of the AlA.

E AMERICAINVENTSACT
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1.55/1.78 Statement

Statement under 37 CFR 1.55 or 1.78 for AIA (First Inventor to File) Transition
Applications

This application (1) claims priority to or the benefit of an application filed before March 16, 2013 and (2) also

contains, or contained at any time, a claim to a claimed invention that has an effective filing date on or after March
16, 2013.

NOTE: By providing this statement under 37 CFR 1.55 or 1.78, this application, with a filing date on or after March
16, 2013, will be examined under the first inventor to file provisions of the AlA.

E AMERICAINVENTSACT
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1.55/1.78 Statement Reflected

in the Filing Receipt

UNITED STATES PATENT AND TRADEMARK OFFICE

UNTTEIISTATES DEPARTMENT OF

aibees COMAV IS ¥ FAY
™ |

P i
Arnsndna, Vigese 33313-14%
A gy

United States Patent and Tradomark (MToe
A O R N TS

COAMMYNOY

\:‘::E.:-\.'(l.\l.(} I ' 'lh\“: FIL. FEE RECD ATTY DOCKET NO TOT CLAMSRIND CLAIMS
- 24 3

1300000 037292013 oo T Pa0IZI2US CONFIRMATION NO. xx62
5x122 FILING RECEIPT
ACME INC.
21333 South Shore Drive LR AR R LT L
Innovation, OH 99999 - 000000000x00000¢

W—"\_\—_‘b—( N

Filing receipt, page 2 | — 1.55/1.78 statendent

Television Stand
Preliminary Class
D14
Statement under 37 CFR 1.55 or 1.78 for AlA (First Inventor to File) Transition Applicatlon
PROTECTING YOUR INVENTION OUTSIDE THE UNITED STATES

pro

vided?
/

_~
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Making or Rescinding a 1.55/1.78 Statement
Using a Separate Paper

» If applicant does not select the 1.55/1.78 statement check box
on the ADS, applicant may provide the statement in a
separate document.

» Applicant may also rescind an erroneous 1.55/1.78 statement
in a separate document.

» To index the above separate documents correctly when filing
online, applicant must select the document description
“Make/Rescind AIA (First Inventor to File) 1.55/1.78 Stmnt.”

Doc Code Cocument Type

R.55.78.5TMT Make/Rescind AlA (First Inventor to File)
1.55/1.78 Stmnt

4 g ﬂ"p -
(2% ) AMERICAINVENTSACT
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ATA (FITF) Application Types

transition
application

“pure” ATA
(First Inventor

“pure” pre-
First to Invent

application to File)
application
1.55/1.78 statement 1.55/1.78 statement 1.55/1.78 statement
Not Relevant NEEDED IF Not Relevant

the transition application
contains or ever contained a
claim to an invention having an
EFD on or after 3/16/2013*

™ A 1.78 statement in a child transition application is not needed if a parent contains a 1.55/1.78 statement.
AMERICAINVENTSA CT

IMPLEMENTATION 39




ATIA (FITF) Indicator in PAIR

Patent Application Information Retrieval [m]

@ order Certified Application As Filed Order Certified File Wrapper E View Order List

10/xxx,xxx

New Case Data

WIDGET

elect Apphcauon ransaction| Image File
History Wrapper

Conllnuny
Data

Foreign

Patent Term
Adjustments Priority

I Fees

34977
Pubhshed Address & Display
Documenl ttorneymge eferencesl

Blbllographlc Data

Application Number:
Filing or 371 (c) Date:
Application Type:

Examiner Name:

10/300¢, xx %
03-17-2003

Utility

Examiner, Pat N,

Customer Number:
Status:
Status Date:

Location: 0

Patented Case
01-25-2006

ELECTRONIC

Group Art Unit: 2500 Location Date: -

Confirmation Number: 5711 Earliest Publication No: US 2004-xxxxxxx Al

Attorney Docket : S :

Nurmbor: 34977 Earliest Publication Date: 01-15-2004

Class / Subclass: 134/058.00D Patent Number: B, XXX, XaX

First Named Inventor: Doe. John Issue Date of Patent: 02-14-

Entity Status: Micro ] ALA (First Inventor to File): No [|'ves if FITF: 'No if not FITF:
-' (hyphen) if not ready for
iexamlnatlon

Title of Invention: WIDGET

AMERICAINVENTSACT

IMPLEMENTATION
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Tips for Application Data Sheets

» Prior to filing an ADS, double check the listing of domestic benefit
and/or foreign priority information (priority and benefit
information are required to be in an ADS for applications filed on
or after September 16, 2012)

«  Typos in application numbers
. Incorrect filing dates
Wrong relationship type (e.g. CON vs. CIP, etc.)

#.-;J.- EE l'**__' /
{ ‘ . : AMERICAINVENTSA CT
sl IMPLEMENTATION
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Tips for Application Data Sheets

> Be sure to indicate the correct relationship and order of the domestic benefit
applications listed on the ADS. If the order is incorrect, then the Office of
Patent Application Processing (OPAP) may not accurately capture the entire
benefit claim.

— An example of an incorrect relationship is misidentifying a 111(a)
CON of a 371 national stage entry of the PCT application

— Another example is non-specific relationship identifiers (e.g.

“Continuing” is non-specific; must be Continuation, Divisional or
CIP).

» The order of the applications should be listed beginning from the instant
application and continuing through the list of parents in reverse chronological
order (newest to oldest).

P AMERICAINVENTSACT
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Tips for Application Data Sheets

» Foreign priority and domestic benefit claims in applications filed
on or after September 16, 2012 MUST appear in an ADS. See 37
CFR 1.55 for foreign priority claims and 37 CFR 1.78 for domestic
benefit claims.
 Priority/benefit claims made in the first line of the

specification or in the oath/declaration are not effective and
will NOT be reflected in the filing receipt.

» Make sure the ADS is properly signed.

» Check the filing receipt promptly to ensure that information
captured by the Office is correct.

&
( o 1 AMERICAINVENTSA CT
sl IMPLEMENTATION 43



Filing Receipt

UnITED STATES PAarENT AND TRADEMARK OFFICE

UNITED STATES DEFARTMENT OGF COMMERCE

Umbteel Stntes Paccai and stinark UHTice
kb l::'_".\.I:\IZ_'-!':!: WER FOR HTS
Al !.:‘-I;rl] 24143
o,
APPLICATION | FLLIMGoriilc) | GREPART FILFEE RELD ATTY DOCEET MO TOT ™D
NUMBER DATE UNIT CLADMS CLATMS
FEEEE ST [T ) 373 1260 253360102 12 1
CONFIRMATION HO. T285
12346 FILING RECEIPT
([ V0 OO OO0 AR )
"OCOMMID05TEO5884
Inventor(s)
Charles Jordan, Sr. Brooklyn, NY
Alexander Robert Thompson, New York, NY
Kwan Jian Pak Seoul, KOREA, REPUBLIC OF, .
Domestic Benefit
Applicant(s)
VICTOR PEST CONTROL COMPANY Data
Assignment For Published Patent Application ° ° °
VICTOR PEST CONTROL COMPANY Forelgn PI’IOI’I t)
Power of Attorney: The patent practitioners associated Customer Number 12346 Data
Domestic Priority data as claimed by applicant
MOME
Foreign Applications for which priority is claimed (You may be eligible to benefit from the Pa rosecution
Highway program at the USPTO. Please see hitp/fwww uspto.gov for more information. )
REPUBLIC OF KOREA 12-2013-004567892 100242013

Foreign application information must be provided in an Application Data Sheet in order to constifute a claim to fareign
priarity. See 37 CFR 1.55 and 1.75.

AMERICAINVENTSA CT
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Tips for Application Data Sheets

Former Domestic Benefit Claim Practice:

This application is a continuation of U.S. Application No. 13/”parent”,
filed on 2013-11-19, which was the National Stage of International
Application No. PCT/CA2012/xxxxx, filed on 2012-05-16, which
claims the benefit of U.S. Provisional Application No. 61/xxx,Xxx,
filed on 2011-05-17.

Claims benefit of
provisional National Stage of Continuation of

61/XXX, XXX PCT/CA2012/xxxxX 13/ parent” 14/”instant”

I MOP ELEME NSTAT L O N 45




Tips for Application Data Sheets:

Newly Filed

This application is a continuation of U.S. Application No. 13/“parent”, filed on 2013-11-19, which

wagWhe National Stage of International Application No. PCT/CA2012/xxxxX, filed on 2012-05-16,
which claims the benefit of U.S. Provisional Application No. 61/xxx,xxx, filed on 2011-05-2017.

Domestic Benefit/National Stage Information:

by 35 US.C. 119(e) or 120, and 37 CFR 1.78.
When referring to the current application, please leave the application number blank.

This section allows for the applicant to either claim benefit under 35 U.5.C. 119(g), 120, 121, or 365(c) or indicate National Stage
entry from a PCT application. Providing this information in the application data sheet constitutes the specific reference required

Prior Application Status | Pending

Continuation of 13/“parent”

Prior Application Status

Application Mumber Continuity Type Prior Application Mu mt@ng Date [YWY—MM-?D}

2013-11-19

Ramove

Application Mumber Continuity Type Prior Application Mumber

Filing Date (YYYY-MM-DD)

Frior Application Status

Ramowve

Application Mumber Continuity Type Prior Application Mumber

Filing Date (YYYY-MM-DD)

Additional Domestic BenefitNational Stage Data may be generated within this form
by selecting the Add button.

. AMERICAINVENTSACT
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Tips for Application Data Sheets:
Newly Filed

This application is a continuation of U.S. Application No. 13/“parent”, filed on 2013-11-19, which
was the National Stage of International Application No. PCT/CA2012/xxxxX, filed on 2012-05-16,
which claims the benefit of U.S. Provisional Application No. 61/xxx,xxx, filed on 2011-05-2017.

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 US.C 119(e), 120, 121, or 365(c) or indicate National Stage

entry from a PCT application. Providing this information in the application data shest constitutes the specific reference required
by 35 U.5.C. 119(e) or 120, and 37 CFR 1.78.

When referring to the current application, please leave the application number blank.

Prior Application Status Pending Remaove

Application Number Continuity Type Prior Application Mumber Filing Date (YYYY-MM-DD)
C ~_D| Continuationof | 13/“parent” | 2013-11-19 |

Pricr Application Status Remove

Domestic Benefit/Nati Stage Information:

aim benefit under 35

NO This section allows for the applicant to &l
. . entry from a PCT application. Providing this
Re]atlonshlp by 35 U.S.C. 119(e) or 120, and 37 CFR 1.78,
. When referring to the current application, please leave
to instant

Z119(e), 120, 121, or 365(c) or indicate National Stage
tion data sheet constitutes the specific reference required

lication number blank.

Prior Application Status Pendin Remave

application

-~ 13/ “parent”

ber

lication Mumber Filinn Mata A Y_MM-D DY)
2013-11-19

Prior Application Status Remave

J AMERICAINVENTSACT
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Tips for Application Data Sheets

This application is a continuation of U.S. Application No. 13/“parent”, filed on 2013-11-19, which
was the National Stage of International Application No. PCT/CA2012/xxxxx, filed on 2012-05-16,

which claims the benefit of U.S. Provisional Application No. 61/xxx,xxx, filed on 2011-05-2017.

!

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 U.5.C. 119(g), 120, 121, or 365(c) or indicate National Stage

entry from a PCT application. Providing this information in the application data sheet constitutes the specific reference required
by 35 US.C. 119(e) or 120, and 37 CFR 1.78.

When referring to the current application, please leave the application number blank.

13/“parent”

Prior Application Status Pending Ramave
Application Mumber Continuity Type Prior Application Mumber Filing Date (YYYY-MM-DD)
Continuation of

2013-11-19
Prior Application Status Pending Remaove
Application Mumber Continuity Type Prior Application Mumber Filing Date (YYYY-MM-DD)
< 13/“parent” a 371 ofinternational ~ PCT/CA2012/XXXXX _ 2012-05-16
H n otatus Hamowe
Application Mumber

Continuity Type

Prior Application Mumber

Filing Date (YYYY-MM-DD)

by selecting the Add button.

Additional Domestic BenefitNational Stage Data may be generated within this form

I1MP

J AMERICAINVENTSACT
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Tips for Application Data Sheets

This application is a continuation of U.S. Application No. 13/“parent”, filed on 2013-11-19, which
was the National Stage of International Application No. PCT/CA2012/xxxxx, filed on 2012-05-16,

which claims the benefit of U.S. Provisional Application No. 61/xxx,xxx, filed on 2011-05-2017.

Prior Application Status Pending Remove
Application Murmber Continuity Type Prior Application Mumber Filing Date (YYYY-MM-DD)
Continuation of 13/“parent” 2013-11-19
Prior Application Status Pending Remove
Application Mumber Continuity Type Prior Application Number Filing Date (YYYY-MM-DD)

(13 »
_ 13/“parent
r n =iatus

a 371 of international

PCT/CA2012/XXXXX

— 2012-05-16
FEmowe

Application Mumber

Continuity Type

Prior Application Mumber |

Filing Date (YYYY-MM-DD)

These blanks will be

Prior Application Status

Remove

read as “this

application is” which\t
is inappropriate

Application Murmber

ion Mumber

Filing Date (YYYY-MM-DD)

>

because the instant

2013-

11-19

Prior Application Status

application is not

Application Murmber

Remove

plication Murmber

Filing Date YYY™Y-MM-DD)

directly related to Y —
both applications. e e

— 2012-05-16

Famowe

A nnliratinn B beere

!
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Tips for Application Data Sheets

Information captured on the filing receipt:

This application is a continuation of U.S. Application No. 13/“parent”, filed on 2013-11-19, which
was the National Stage of International Application No. PCT/CA2012/xxxxX, filed on 2012-05-16,
which claims the benefit of U.S. Provisional Application No. 61/xxx,xxx, filed on 2011-05-2017.

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 U.5.C. 119(g), 120, 121, or 365(c) or indicate National Stage
entry from a PCT application. Providing this information in the application data sheet constitutes the specific reference required
by 35 US.C. 119(e) or 120, and 37 CFR 1.78.
When referring to the current application, please leave the application number blank.
FPrior Application Status Pending Remove
Application Mumber Continuity Type Prior Application Mumber Filing Date (YYYY-MM-DD)
Continuation of 13/“parent” 2013-11-19
Prior Application Status Pending Remaove
Application Mumber Continuity Type Prior Application Mumber Filing Date (YYYY-MM-DD)
13/“parent” a 371 of international PCT/CA2012/XXXXX 2012-05-16
Prior Application Status Expired Remaove
Application Mumber Continuity Type Prior Application Mumber Filing Date (¥YYY-MM-DD)
PCT/CA2012/XXXXX ~ Claims benefit of provisionaly  61/XXX,XXX 2011-05-17
Additional Domestic BenefitNational Stage Data may be generated within this form
by selecting the Add button.
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Tips for Application Data Sheets

> A corrected ADS (for applications filed on or after September 16,
2012) must be marked up as set forth in 37 CFR 1.76(c).

> A corrected ADS showing changes relative to the information of
record is required regardless of whether an ADS has been
previously filed or not.

» The corrected ADS will not be processed unless markings
showing the changes are provided.

» For more information on a corrected ADS see MPEP 601.05(a).

4 g ﬂ"p -
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Tips for Application Data Sheets

» A corrected ADS should be accompanied by a properly
identified /indexed paper requesting action, such as,
« arequest for a corrected filing receipt or

a request to correct inventorship (Rule 48 petition)

» Information regarding proper indexing of papers can be found at
the following three web sites:

http://www.uspto.gov/ebc/portal/efs/rules doc codes.htm

http://www.uspto.gov/patents/process/file/efs/guidance/EFS-
WebQuickStartGuide.pdf

http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt

{25 ) AMERICAINVENTSACT
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http://www.uspto.gov/ebc/portal/efs/rules_doc_codes.htm
http://www.uspto.gov/patents/process/file/efs/guidance/EFS-WebQuickStartGuide.pdf
http://www.uspto.gov/patents/process/file/efs/guidance/EFS-WebQuickStartGuide.pdf
http://www.uspto.gov/patents/process/file/efs/guidance/EFS-WebQuickStartGuide.pdf
http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt
http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt
http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt
http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt
http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt
http://www.uspto.gov/ebc/portal/efs/cbt/efs-web-training.ppt

Tips for Application Data Sheets

Scenario for correcting an ADS:

Initial filing receipt shows no domestic benefit claims because they were incorrectly entered
on the initial ADS. An appropriate and timely, corrected ADS with markings
to show changes relative to the information of record, as shown below, will be effective.

Domestic Benefit/National Stage Information:

This section allows for the applicant to either claim benefit under 35 U.5.C. 119{g), 120, 121, or 365(c) or indicate National Stage
entry from a PCT application. Providing this information in the application data sheet constitutes the specific reference required
by 35 US.C. 119(e) or 120, and 37 CFR 1.78.
When referring to the current application, please leave the application number blank
Prior Application Status Remove
Application Mumber Continuity Type Prior Application Mumber | Filing Date (YYYY-MM-DD)
Continuation of 13/“parent” 2013-11-19
Prior Application Status Remove
Application Mumber Continuity Type Prior Application Mumber | Filing Date (YYYY-MM-DD)
13/*parent” a 371 of international PCT/CA2012/XXXXX 2012-05-16
Prior Application Status Remove
Application Mumber Continuity Type Prior Application Mumber | Filing Date (YYYY-MM-DD)
PCT/CA2012/XXXXX Claims benefit of provisional 61/ XXX, XXX 2011-05-17 ]
Additional Domestic BenefittNational Stage Data may be generated within this form
by selecting the Add button.
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“Take Home”

» Make sure the information in the filing receipt you receive is correct.
In particular, check your filing receipt promptly to make sure that:
 all domestic benefit and/or foreign priority claims have
been accurately captured and
 the presence or absence of a 1.55/1.78 statement has been
accurately captured.

» If any information you provided on the ADS was not accurately
captured by the USPTO, file a request for a corrected filing receipt.

» If review of the filing receipt and the ADS identifies applicant
errors, file both:
« arequest to correct the filing receipt and
* acorrected ADS

€. N: AMERICAINVENTSACT
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AIA First Inventor To File (FITF)
Indicator

Sample Scenarios



Scenario A.1

/ Continuation

January 15, 2013 . March 20, 2013

US Nonprovisional US Nonprovisional

March 16, 2013

Application 1 is filed AIA (FITF) Application 2 is filed
Discloses subject EFFECTIVE All claims limited to
matter A subject matter A

Question A.1 — YES OR NO? Should the Applicant make a 1.78

statement in Application 2 resulting in the application being designated as
AIA (FITF)?

B AMERICAINVENTSACT
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Scenario A.1

/ Continuation

January 15, 2013 . March 20, 2013

US Nonprovisional US Nonprovisional

March 16, 2013

Application 1 is filed AIA (FITF) Application 2 is filed
Discloses subject EFFECTIVE All claims limited to
matter A subject matter A

Question A.1 — Should the Applicant make a 1.78 statement in Application 2?

Answer A.1 — NO. Although Application 2 is filed after the AIA

(FITF) effective date as transition application, there is no claimed
invention with an effective filing date on or after 3/16/13.

) AMERICAINVENTSA CT
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Scenario A.2

e
/ Continuation

January 15, 2013 . March 20, 2013

US Nonprovisional March 16, 2013 US Nonprovisional
Application 1 is filed AIA (FITF) Application 2 filed
EFFECTIVE 1.78 statement: Yes

Question A.2 — YES OR NO? If the 1.78 statement was

provided by the applicant, will the Office designate
Application 2 as Pre-AIA?

AMERICAINVENTSACT
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Scenario A.2

/ Continuation

January 15, 2013 . March 20, 2013

US Nonprovisional March 16, 2013 US Nonprovisional
Application 1 is filed AIA (FITF) Application 2 filed
EFFECTIVE 1.78 statement: Yes

Question A.2 — Will the Office designate this application as pre-AIA?

Answer A.2 — NO. The Office will designate
Application 2 as AIA (FITF). However, a conflict

exists between the domestic benefit relationship and
| the 1.78 statement.
F AMERICA INVENTSACT
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Scenario A.2

R
/ Continuation

January 15, 2013 . March 20, 2013

US Nonprovisional March 16, 2013 US Nonprovisional
Application 1 is filed AIA (FITF) Application 2 filed
EFFECTIVE 1.78 statement: Yes

CON/DIV Conflict - if identified, the Office will resolve by

notifying applicant and designating the application as pre-AIA
despite Applicant’s 1.78 statement

B AMERICAINVENTSACT
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Conflict Between CON/DIV Benetfit
Claim and 1.78 Statement

‘ CON/DIV conflict letter ‘

Application ldentified as a Pre-AlA Application
Despitethe 37 CFR 1.55 or 1.78 Statement of Record

The statement under 37 CFE 1.55 or 1.78 (“the 1.55/1 7% statement™) and the domestic
henefittnatonal stage information 1n this application conflict as to whether this application is to
be exarmined under the ALA (First Inventor to File) or pre-Ala (First to Invent) law.

This application, with a filing date on or after March 16, 2013, contains the 1.55/1 78 statement
indicating that this application should be examined under the &1A (First Inventor to File). This
staternent was either (1) on the Application Data Sheet (ADS) by wirtue of the 1. 55/1 78
staternent for ALA (First Inventorto File) Transition Applications check box heing zelected or (2)
in ah otherwize filed paper. The 1.55/1 78 statement provided:

This application * * * containsz, or contained at any time, a claim to a claimed invention
that has an effective filing date on or after March 16, 2013

Howewer, this application 15 separatel v identified in the Domestic Benefit/Mational Stage
Information section of the 408 as a continuaton (CONY or diwisional (DIV) of an application
filed before March 16, 2013, indicating that this application should be examined under pre-AL4
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“Take Home”

» Prior to filing an ADS, review the check box next to the 1.55/1.78
statement

» Do NOT check the 1.55/1.78 statement in transition applications that
are proper CONs or DIVs of a parent application filed prior to March
16, 2013.

e Since March 16, 2013, we have mailed CON/DIV conflict letters
and changed the AIA indicator in over 2,000 applications.

I MOP ELEME NSTAT L O N 62
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Scenario B.1

/ Continuation-in-Part \

January 15, 2013 . March 20, 2013

US Nonprovisional US Nonprovisional

March 16, 2013

Application 1 is filed AIA (FITF) Application 2 is filed
Discloses only EFFECTIVE Discloses subject matter
subject matter A A and B; some claims

include subject matter B

AMERICAINVENTSACT
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Scenario B.1

/ Continuation-in-Part \

January 15, 2013 . March 20, 2013

US Nonprovisional

March 16, 2013 US Nonprovisional

Application 1 is filed AIA (FITF) Application 2 is filed
Discloses only EFFECTIVE Discloses subject matter
subject matter A A and B; some claims

include subject matter B

Question B.1 — Should the Applicant make a 1.78 statement in Application
2 resulting in the application being designated as AIA (FITF)?

D AMERICAINVENTSACT
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Scenario B.2

/Continuation—in—PaN

January 15, 2013 : March 20, 2013
US Nonprovisional : US Nonprov. Appl’'n 2 filed
Appl'n 1 filed March 16, 2013  Discloses subject matter A
Discloses only AIA (FITF) and B; Claims have only
subject matter A EFFECTIVE  ever been drawn to subject
matter A
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Scenario B.2

/Continuation—in—PzN

January 15, 2013 : March 20, 2013
US Nonprovisional : US Nonprov. Appl’'n 2 filed
Appl'n 1 filed March 16, 2013  Discloses subject matter A
Discloses only AIA (FITF) and B; Claims have only
subject matter A EFFECTIVE  ever been drawn to subject
matter A

Question B.2 — Should the Applicant make a 1.78 statement in Application
2 resulting in the application being designated as AIA (FITF)?

B AMERICAINVENTSACT
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Scenario B.3

/Continuation—in—PaN

January 15, 2013 : March 20, 2013
US Nonprov?sional US Nonprov. Appl’n 2 filed Amdt filed in US
Appl'n 1 filed March 16, 2013  Discloses squect matter A NG Vb
Discloses only AIA (FITF) and B; Claims have only Clai .
: EFFECTIVE . aims drawn to subject
subject matter A ever been n?;i‘;n Ato subject matter A and B

Question B.3 — YES OR NO? When the amendment is filed, should the

Applicant make a 1.78 statement in Application 2 resulting in Application 2
being designated as AIA (FITF)?
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Scenario B.3

ﬂontinuation—in—Part\

January 15, 2013 : March 20, 2013
US Nonprovisional US Nonprov. Appln 2 filed 0o 4o 1o
Appl'n 1 filed March 16, 2013  Discloses squect matter A N
Discloses only AIA (FITF) and B; Claims have only Clai :
: EFFECTIVE . aims drawn to subject
subject matter A ever been n(lfl;&\;n Ato subject matter A and B

Question B.3 — When the amendment is filed, should the Applicant make a 1.78 statement
in Application 2 resulting in the application being designated as AIA (FITF)?

Answer B.3 — YES. The statement should be filed with the
amendment either in a separate paper or by corrected ADS.
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Scenario C.1

/ Foreign Priority Claim \

January 15, 2013 . March 20, 2013
J apanese Apphcatlon March 16, 2013 US N'onp.rov.lsu?nal
is filed AIA (FITF) Application is filed
Discloses subject EFFECTIVE All claims limited to
matter A subject matter A

Question C.1 — YES OR NO? Should the Applicant make a 1.55 statement in

the Nonprovisional Application resulting in the application being designated
as AIA (FITF)?
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Scenario C.1

/ Foreign Priority Claim \

January 15, 2013 . March 20, 2013
J apanese Apphcatlon March 16, 2013 US N'onp'rov.lspnal
is filed AIA (FITF) Application is filed
Discloses subject EFFECTIVE All claims limited to
matter A subject matter A

Question C.1 — Should the Applicant make a 1.55 statement in the Nonprovisional
Application resulting in the application being designated as AIA (FITF)?
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Scenario C.2

/ Foreign Priority Claim \

January 15, 2013 . March 20, 2013
J apanese Apphcatlon March 16, 2013 US N'onp.rov.lsu?nal
is filed AIA (FITF) Application is filed
Discloses only subject EFFECTIVE Discloses subject matter
matter A A and B; some claims

include subject matter B
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Scenario C.2

/ Foreign Priority Claim\

January 15, 2013 . March 20, 2013
J apanese Apphcatlon March 16, 2013 US anprovppnal
is filed AIA (FITF) Application is filed
Discloses only subject EFFECTIVE Discloses subject matter
matter A A and B; some claims

include subject matter B

Question C.2 — Should the Applicant make a 1.55 statement in the Nonprovisional
Application resulting in the application being designated as AIA (FITF)?

D AMERICAINVENTSACT
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Scenario D.1

Domestic Benefit Claims

A< Gy —

January 15, 2013 March 20, 2013 January 10, 2014
US Provisional 1 5 US Provisional 2 US Nonprovisional
- isfiled MZ‘&’ (1F6I,T 2F(;13 . 115 ﬁledb. Application is filed
Discloses subject  gprporrve o 0Ses subject Claims include subject
tter A and B
matter A ma matter B

Question D.1 — YES OR NO? Should the Applicant make a 1.78 statement in

the Nonprovisional Application resulting in the application being designated
as AIA (FITF)?
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Scenario D.1

Domestic Benefit Claims

January 15, 2013 . March 20, 2013 January 10, 2014

US Provisional 1 US Provisional 2

US Nonprovisional

is filed MZ‘&’ (1F6I,T 2F(;13 ~ dsfiled Application is filed
Discloses subject  prpperrve  DiScloses subject Claims include subject
matter A matter A and B matter B

Question D.1 — Should the Applicant make a 1.78 statement in the Nonprovisional
Application resulting in the application being designated as AIA (FITF)?

B AMERICAINVENTSA CT
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Scenario E.1

/ Continuation

January 15, 2013 - March 20, 2013

PCT Application is filed N US Nonprovisional
. . arch 16, 2013 . .
Discloses subject AIA (FITF) Application 2 is filed
matter A EFFECTIVE (Bypass)
All claims limited to
subject matter A
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Scenario E.1

/ Continuation

January 15, 2013 . March 20, 2013

PCT Application is filed 5 US Nonprovisional
. i arch 16, 2013 SV e
Discloses subject AIA (FITF) Application 2 is filed
matter A EFFECTIVE (Bypass)
All claims limited to
subject matter A

Question E.1 — Should the Applicant make a 1.78 statement in Application 2
resulting in the application being designated as AIA (FITF)?

Answer E.1 — NO. Although Application 2 is a transition application,
_ there is no claimed invention with an effective filing date on or after 3/16/13.

B AMERICAINVENTSA CT
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Scenario E.2

ﬁ oreign PrioriN

CIP \

September 20, 2012 : September 20, 2013 March 20, 2015
Japanese Appl'n filed PCT .APPI’H filed US Nonprovisional
Discloses subject  nparch 16, 2013 I?es1gnated US Appl'n filed
matter A AIA (FITF) Discloses subject  pigcloses subject matter A
EFFECTIVE matter A and B; All claims limited to

subject matter A

Question E.2 — YES OR NO? Should the Applicant make a 1.55 statement

in the Nonprovisional Application resulting in the application being
designated as AIA (FITF)?
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Scenario E.2

/Foreign Priorityy CIP \

September 20, 2012 : September 20, 2013 March 20, 2015
Japanese Appl'n filed PCT Appl’n filed US Nonprovisional
Discloses subject  nparch 16, 2013 I?eagnated US Appl'n filed
matter A AIA (FITF) Discloses subject  pigcloses subject matter A
EFFECTIVE matter A and B; All claims limited to

subject matter A

Question E.2 — Should the Applicant make a 1.55 statement in the Nonprovisional
Application resulting in the application being designated as AIA (FITF)?

Answer E.2 — NO. Although the Nonprovisional Appl'n is a transition application,

there is no claimed invention with an effective filing date on or after 3/16/13.
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Bonus Scenario

National Stage
September 20, 2011 . March 20, 2013
PCT filed ' Enter US National Stage
. March 16, 2013 )
Designated US AIA (FITF) by completion of 371(c)
Discloses subject EFFECTIVE requirements
matter A All claims limited to

subject matter A

Bonus Question — YES OR NO? Should the Applicant make a 1.55/1.78

statement resulting in the national stage application being designated as AIA
(FITF)?

B AMERICAINVENTSACT
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Bonus Scenario

National Stage
September 20, 2011 . March 20, 2013
PCT filed ' Enter US National Stage
. March 16, 2013 )
Designated US AIA (FITF) by completion of 371(c)
Discloses subject EFFECTIVE requirements
matter A All claims limited to

subject matter A

Bonus Question — Should the Applicant make a 1.55/1.78 statement resulting in the
national stage application being designated as AIA (FITF)?

Bonus Answer: NO. The 371 National Stage Application is not a transition

|| application since its filing date is the filing date of the PCT.

MERICAINVENTSACT
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Summary of “Take Homes”

» Think carefully about the 1.55/1.78 statement in a transition application
«  Effective filing dates are determined on a claim-by-claim basis
« It only takes one claim with an effective filing date on or after
March 16, 2013 to make the application an AIA (FITF) application

» Continuation-in-part transition applications filed on or after March 16, 2013
are not automatically AIA (FITF).

» Transition applications that claim foreign priority to/benefit of an application
filed before March 16, 2013 are not always Pre-AIA (First to Invent).

» Transition CON or DIV applications that include the 1.78 statement appear to
be in conflict. A proper transition CON or DIV application would add no new
subject matter as compared with the parent, so the effective filing date of all
the claims would be prior to March 16, 2013.

B} AMERICAINVENTSACT
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FITF Overview and
Tips on Responding
to Prior Art Rejections



Potential Prior Art Is Identified in
35 U.S.C. 102(a)(1) and 102(a)(2)

Only two subsections of the AIA identify potential prior art:

« 102(a)(1) is for public disclosures that have a public
availability date before the effective filing date of the
claimed invention under examination.

« 102(a)(2) is for issued or published U.S. patent
documents that are by another and that have an
effectively filed date that is before the effective filing date
of the claimed invention under examination.

[2A ) AMERICAINVENTSACT
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Effective Filing Date under the AIA

« The availability of a disclosure as prior art under 102(a)(1) or 102(a)(2)
depends upon the effective filing date (EFD) of the claimed invention.

« Unlike pre-AIA law, the AIA provides that a foreign priority date can be
the effective filing date of a claimed invention.

 During examination, the foreign priority date is treated as
the effective filing date of the claimed invention IF

- the foreign application supports the claimed invention under
112(a), AND

- the applicant has perfected the right of priority by providing:
» a certified copy of the priority application, and
» atranslation of the priority application (if not in English).
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ATA Statutory Framework

Prior Art
35 U.S.C. 102(a)

(Basis for
Rejection)

102(a)(1)
Disclosure with Prior

Public Availability Date

102(a)(2)

U.S. Patent,
Published U.S. Patent
Application, and
Published PCT
Application with Prior
Filing Date

102(b)(2)

Exceptions

35 U.S.C. 102(b)
(Not Basis for Rejection)

(A)

Disclosure Obtained from Inventor

(B)
Intervening Disclosure by Third Party

©)

Commonly Owned Disclosures

AMERICAINVENTSACT
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35 U.S.C. 102(a)(1):
Public Disclosure with Public Availability Date before
the Effective Filing Date of the Claimed Invention

102(a)(1) potential prior art includes public disclosures that have a
public availability date before the effective filing date of the claimed
invention and are:

« patented;

 described in a printed publication,;
* in public use;

* on sale; or

« otherwise available to the public.

Prior Art
102(a)(1) date effective filing date of
(the public availability claimed invention

date of the disclosure)



102(b)(1)(A) Exception to Potential
Prior Art under 35 U.S.C. 102(a)(1)

For the 102(b)(1)(A) exception to apply to a public disclosure
under 102(a)(1), the public disclosure must be:

 within the grace period and

 an "inventor-originated disclosure" (i.e., the subject matter
in the public disclosure must be attributable to the inventor,
one or more co-inventors, or another who obtained the
subject matter directly or indirectly from the inventor or a
co-inventor).

4 g ﬂ"p -
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102(b)(1)(B) Exception to Potential
Prior Art under 35 U.S.C. 102(a)(1)

For the 102(b)(1)(B) exception to apply to a third party's
disclosure under 102(a)(1):

 the third party's disclosure must have been made during the
grace period of the claimed invention,

« an inventor-originated disclosure (i.e., shielding disclosure)
must have been made prior to the third party's disclosure,
and

« both the third party's disclosure and the inventor-originated
disclosure must have disclosed the same subject matter.

4 g ﬂ"p -
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Recognizing a 102(b)(1)(A) or 102(b)(1)(B)
Exception to a Potential 102(a)(1) Reference

An exception under 102(b)(1)(A) or 102(b)(1)(B) may apply when:

 the authorship/inventorship of the potential reference disclosure
only includes one or more joint inventor(s) or the entire
inventive entity of the application under examination, or

 there is an appropriate affidavit or declaration under 37 CFR
1.130(a) (attribution) or 1.130(b) (prior public disclosure), or

 the specification of the application under examination identifies
the potential prior art disclosure as having been made by or
having originated from one or more members of the inventive
entity, in accordance with 37 CFR 1.77(b)(6).

&
{ o 1 AMERICA INVENTSA CT
sl IMPLEMENTATION 89



35 U.S.C. 102(a)(2):
U.S. Patent Documents with Effectively Filed Date
before Effective Filing Date of the Claimed Invention

102(a)(2) potential prior art includes issued or published U.S.
patent documents that name another inventor and have an
effectively filed date before the effective filing date of the claimed

Invention:

« U.S. Patent;

« U.S. Patent Application Publication; or

« WIPO published PCT (international) application that
designates the United States

Prior Art
102(a)(2) date effective filing date of
(the effectively filed date claimed invention

of U.S. patent document)



102(b)(2)(A) Exception to Potential
Prior Art under 35 U.S.C. 102(a)(2)

For the 102(b)(2)(A) exception to apply to a potential prior art
U.S. patent document, the U.S. patent document must:

« disclose subject matter that was obtained from one or more
members of the inventive entity, either directly or
indirectly.

RN :
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102(b)(2)(B) Exception to Potential
Prior Art under 35 U.S.C. 102(a)(2)

For the 102(b)(2)(B) exception to apply to a third party's
potential prior art U.S. patent document:

o the third party's U.S. patent document must have been
effectively filed before the effective filing date of the claimed
invention,

 an inventor-originated disclosure (i.e., shielding disclosure)
must have been made prior to the effectively filed date of
the third party's U.S. patent document, and

 both the third party's U.S patent document and the
inventor-originated disclosure must have disclosed the
same subject matter.

{ =\ I AMERICA INVENTSA CT
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Recognizing a 102(b)(2)(A) or 102(b)(2)(B)
Exception to a Potential 102(a)(2) Reference

An exception under 102(b)(2)(A) or 102(b)(2)(B) may apply when:

 the inventive entity of the disclosure only includes one or more
joint inventor(s), but not the entire inventive entity, of the
application under examination, or

 there is an appropriate affidavit or declaration under 37 CFR
1.130(a) (attribution) or 1.130(b) (prior public disclosure), or

* the specification of the application under examination identifies
the potential prior art disclosure as having been made by or
having originated from one or more members of the inventive
entity, in accordance with 37 CFR 1.77(b)(6).

&
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102(b)(2)(C) Exception to Potential
Prior Art under 35 U.S.C. 102(a)(2)

For the 102(b)(2)(C) exception to apply, the subject matter of the

U.S. patent document and the claimed invention in the application

under examination must have been:

« owned by the same person,

 subject to an obligation of assignment to the same person, or

* deemed to have been owned by or subject to an obligation of
assignment to the same person, in view of a joint research

agreement,

not later than the effective filing date of the claimed invention.
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Recognizing a 102(b)(2)(C) Exception to
a Potential 102(a)(2) Reference

« A statement on the record that either common ownership
in accordance with 102(b)(2)(C) or a joint research
agreement (JRA) in accordance with 102(c) were in place
may be made.

« A declaration or affidavit is not necessary.

« Inthe case of a JRA, the application must name or be
amended to name the parties to the JRA.
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Sample Scenarios



Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

e On March 16, 2013, Sullivan files a nonprovisional
utility patent application at the USPTO.

 Sullivan does not assert any foreign priority or

domestic benefit under 35 U.S.C. 119, 120, 121, or 365.

» The patent examiner rejects all of the claims as
anticipated under 35 U.S.C. 102(a)(1) by a journal
article by Duffy, which became available to the public
on January 8, 2013.
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

T ——

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

Sullivan receives an Office action rejecting all the claims under 35
U.S.C. 102(a)(1) as anticipated by Duffy. How could Sullivan
properly respond to the Office action?
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

December 13, 2011
Sullivan's invention date

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

Question: Could Sullivan properly traverse the rejection by

presenting a declaration under 37 CFR 1.131 establishing that
Sullivan's invention date was December 13, 2011?

l:“‘;"
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

December 13, 2011
Sullivan's invention date

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

NO. Because the AIA is a first-inventor-to-file system rather

than a first-to-invent system, an applicant cannot overcome a
reference by showing an earlier date of invention.
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

March 16, 2013
inventions commonly owned

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

Question: Could Sullivan properly traverse by presenting a statement

under 35 U.S.C. 102(b)(2)(C) that the invention in the Duffy article and
in the Sullivan application were commonly owned on March 16, 2013?
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

March 16, 2013
inventions commonly owned

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

NO. The rejection was made under 102(a)(1), and the common ownership
exception of 102(b)(2)(C) only applies to rejections made under 102(a)(2).

Therefore, even though Sullivan can establish common ownership as of his
effective filing date, the traversal is unavailing.
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

37 CFR 1.132 declaration
of commercial success

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

Question: Could Sullivan properly traverse by submitting a 37 CFR 1.132
declaration about the commercial success of his invention, including sales

figures as well as market share, and establishing a nexus between the claimed
invention and the commercial success?
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

37 CFR 1.132 declaration
of commercial success

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

NO. A declaration to establish so-called "secondary
considerations" such as commercial success may be used to

traverse an obviousness rejection, but not an anticipation
rejection. This applies to both AIA and pre-AIA applications.
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

T —

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

Question: Could Sullivan could properly traverse by arguing

that the Duffy article is not prior art under 102(a)(1) because it
an inventor-originated disclosure?
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Scenario 1. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

o e i

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

YES. Sullivan could appropriately sign and file a declaration under
37 CFR 1.130(a) averring that he is the inventor of the claimed

subject matter and that Duffy, his research assistant, obtained the
subject matter disclosed in the journal article from him.
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Scenario 1a. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

* On March 16, 2013, Sullivan files a nonprovisional utility patent
application at the USPTO. Sullivan includes a statement in the
specification under 37 CFR 1.77(b)(6) that the subject matter of
the instant invention was described in an article authored by his
research assistant Duffy on January 8, 2013.

« Sullivan does not assert any foreign priority or domestic benefit
under 35 U.S.C. 119, 120, 121, or 365.

« The patent examiner rejects all of the claims as anticipated under
35 U.S.C. 102(a)(1) by a journal article by Duffy, which became
available to the public on January 8, 2013.
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Scenario 1a. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

T ——

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

Question: Could Sullivan properly traverse the examiner's

102(a)(1) rejection over Duffy by citing the 1.77(b)(6) statement and
without submitting a 130(a) declaration?
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Scenario 1a. Traversing a Rejection
under 35 U.S.C. 102(a)(1)

March 16, 2012 Duffy's journal article March 16, 2013
January 8, 2013 Sullivan's EFD

I Sullivan's Grace Period I

YES. Sullivan could properly traverse by arguing that the Duffy article is not prior
art under 102(a)(1) because it is an inventor-originated disclosure. Sullivan would
not need to provide a declaration or affidavit under 37 CFR 1.130(a) since he already
provided a statement under 37 CFR 1.77(b)(6) in the originally filed specification.
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Scenario 2. Traversing a Rejection
under 35 U.S.C. 102(a)(2)

« Dolan filed his patent application on December 16, 2013.
The application contains one claim directed to widget X.

« Dolan exhibited his invention of widget X at a trade show
on December 30, 2012.

« The examiner locates a U.S. patent application publication
disclosing widget X to Flanagan. The application was filed
on October 16, 2013 and published on April 23, 2015.
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Scenario 2. Traversing a Rejection
under 35 U.S.C. 102(a)(2)

December 30, 2012
Dolan's trade show exhibition

October 16, 2013 December 16, 2013 April 23, 2015
Flanagan's filing Dolan’'s filing Flanagan's
PGPub

Dolan's attorney receives an Office action rejecting the claim under
35 U.S.C. 102(a)(2) over Flanagan's patent application publication.
How could she properly respond to the Office action?
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Scenario 2. Traversing a Rejection
under 35 U.S.C. 102(a)(2)

37 CFR 1.130(a)
December 30, 2012 declaration of

Dolan's trade show exhil attribution

October 16, 2013 December 16, 2013 April 23, 2015
Flanagan's filing Dolan’'s filing Flanagan's
PGPub

Question: Can Dolan's attorney submit a declaration under 37
CFR 1.130(a) to establish that the subject matter disclosed in

Flanagan's application was invented by Dolan, and that Flanagan
obtained it directly or indirectly from him?
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Scenario 2. Traversing a Rejection
under 35 U.S.C. 102(a)(2)

37 CFR 1.130(a)
December 30, 2012 declaration of

Dolan's trade show exhil attribution

October 16, 2013 December 16, 2013 April 23, 2015
Flanagan's filing Dolan's filing Flanagan's
PGPub

YES. Dolan can invoke the 35 U.S.C. 102(b)(2)(A) exception
by submitting a declaration under 37 CFR 1.130(a) showing

that Flanagan’s disclosure of widget X was directly or
indirectly obtained from Dolan, who invented it.
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Scenario 2. Traversing a Rejection
under 35 U.S.C. 102(a)(2)

vl N\ 37 CFR1.130(b)
December 30, 2012

| . declaration of prior
Dolan's trade show exhibition oublic disclosure

October 16, 2013 December 16, 2013  April 23, 2015
Flanagan's filing Dolan’s filing Flanagan's
PGPub

Question: Can Dolan's attorney properly traverse the rejection
by submitting a declaration under 37 CFR 1.130(b) to establish

that Dolan had publicly disclosed widget X before the date that
Flanagan's application was effectively filed?
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Scenario 2. Traversing a Rejection
under 35 U.S.C. 102(a)(2)

vl N\ 37 CFR1.130(b)
December 30, 2012

| . declaration of prior
Dolan's trade show exhibition oublic disclosure

October 16, 2013 December 16, 2013  April 23, 2015
Flanagan's filing Dolan’s filing Flanagan's
PGPub

YES. Dolan can invoke the 35 U.S.C. 102(b)(2)(B) exception by submitting
a declaration under 37 CFR 1.130(b) to show that he had invented and

publicly disclosed widget X before Flanagan's patent application was
effectively filed and that the widget X of the trade show is the same as the
widget X of Flanagan’s filing.
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Scenario 3. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

« Grady filed a patent application, assigned to ACME Corp., on
December 16, 2013. His application contains one claim directed to
method Z2.

« The examiner found a PCT application publication by O'Hara,
published on January 18, 2014, assigned to ACME Corp., which
disclosed method Z1. The PCT application designated the United
States and was filed on July 20, 2013. It claimed benefit of a
provisional application filed on July 20, 2012, which also disclosed
method Z1.

« Z21is obvious over Z1. The examiner issues an Office action
rejecting Grady's claim under 35 U.S.C. 103 as obvious over
O'Hara's published PCT application.
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Scenario 3. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z2

Consider whether Grady's attorney may invoke the common ownership
exception to establish that the O'Hara publication is not prior art to
Grady's claimed invention.
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Scenario 3:Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

July 20, 2012 Dec 16, July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's 2012 O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z2

I Grady’s Grace Period I

Question: May Grady invoke the 102(b)(2)(C) common ownership

exception in this case even though the effectively filed date of O’Hara’s
PCT publication is prior to Grady’s grace period?
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Scenario 3: Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

July 20,2012 Dec 16,  July 20, 2013 December 16, 2013 January 18, 2014

O'Hara's 2012 O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z2

I Grady’s Grace Period I

YES. The 102(b)(2)(C) exception, as well as the 102(b)(2)(A) and 102(b)(2)(B)
exceptions, are not limited to grace period disclosures. Thus, Grady may invoke

the common ownership exception of 102(b)(2)(C) to overcome the 102(a)(2)
rejection over O’Hara’s PCT publication.
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Scenario 3. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

statement that on December 16, 2013,
Z1 and Z2 were commonly owned

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z2

Question: If Grady's attorney provides a statement that Grady's claimed

method Z2 and O'Hara's disclosed method Z1 were commonly owned as of
December 16, 2013, can he expect the examiner to withdraw the rejection?
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Scenario 3. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

statement that on December 16, 2013,
Z1 and Z2 were commonly owned

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z2

YES. A statement that Grady's claimed method Z2 and O'Hara's

disclosed method Z1 were commonly owned not later than Grady's
effective filing date is sufficient. A declaration is not needed.
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Scenario 3a. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's O'Hara’'s PCT filing Grady's filing O'Hara's PCT pub
provisional filing assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z1

Question: Could Grady’s attorney have invoked the common ownership

exception if Grady had claimed Z1 and the examiner had made an
anticipation rejection under 102(a)(2)?
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Scenario 3a. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

ol e i i R

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara’s O'Hara’s PCT filing Grady's fiing O'Hara's PCT pub
provisional filing  assigned to ACME assigned to ACME
discloses Z1 discloses Z1 claims Z1

YES. Unlike the pre-AIA 103(c) common ownership exception which
applies only to obviousness rejections, the 102(b)(2)(C) exception

under the AIA may be invoked to overcome both obviousness and
anticipation rejections.
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Scenario 3b. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

« Grady filed a patent application, assigned to ACME Corp., on
December 16, 2013. His application contains one claim directed to
method Z2.

« The examiner found a PCT application publication by O'Hara,
published on January 18, 2014, assighed to AEME APEX Corp.,
which disclosed method Z1. The PCT application designated the
United States and was filed on July 20, 2013. It claimed benefit of
a provisional application filed on July 20, 2012, which also
disclosed method Zai.

« Z21is obvious over Z1. The examiner issues an Office action
rejecting Grady's claim under 35 U.S.C. 103 as obvious over
O'Hara's published PCT application.
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Scenario 3b. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

JRA statement and amendment
to the specification

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing  assigned to APEX assigned to ACME
discloses Z1 discloses Z1 claims Z2

Question: If Grady's attorney provides a statement that ACME and APEX were
parties to a joint research agreement (JRA) in effect on or before December 16,

2013, and that Grady's claimed method Z2 resulted from activities within the scope
of the JRA, can he expect the examiner to withdraw the rejection as long as he
amends the specification to disclose the names of the parties to the JRA?
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Scenario 3b. Relying on the Common Ownership
Exception under 35 U.S.C. 102(b)(2)(C)

JRA statement and amendment
to the specification

July 20, 2012 July 20, 2013 December 16, 2013 January 18, 2014
O'Hara's O'Hara's PCT filing Grady's filing O'Hara's PCT pub
provisional filing  assigned to APEX assigned to ACME
discloses Z1 discloses Z1 claims Z2

YES. An appropriate JRA statement by Grady's attorney is sufficient to
overcome an anticipation or obviousness rejection based on a 102(a)(2)

disclosure, provided that the specification names or is amended to name
the parties to the JRA. A declaration is not needed.
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Scenario 4. Traversing a Rejection
under 35 U.S.C. 102(a)(1) or 102(a)(2)

On May 1, 2014, Kelly files a nonprovisional patent application at the
USPTO claiming invention X.

Kelly asserts a foreign priority claim under 35 U.S.C. 119(a)-(d) based on
his Australian application filed May 1, 2013. He submits a certified copy
of the English-language Australian application to the USPTO. The
Australian application provides support under 35 U.S.C. 112(a) for
invention X.

The examiner rejects Kelly's claims as anticipated under 35 U.S.C.
102(a)(1) and 102(a)(2) by a U.S. patent application publication to
O'Brien dated January 8, 2013, based on an application filed on July 8,
2011. O'Brien's application discloses invention X. There are no other
rejections of record, and the examiner is not aware of any other relevant
art.

&
- N AMERICAINVENTSACT
NN, IMPLEMENTATION

127



Scenario 4. Traversing a Rejection
under 35 U.S.C. 102(a)(1) or 102(a)(2)

December 20, 2012
Kelly's public disclosure
of invention X

July 8, 2011 January 8, 2013 May 1, 2013 May 1, 2014
O'Brien's US filing;  O'Brien's US PGPub; Kelly's AU filing;  Kelly's US filing;
invention X disclosed invention X disclosed invention X has invention X
112(a) support claimed

Question: Should Kelly expect allowance of his claims if he submits a declaration
under 37 CFR 1.130(b) showing that he invented X, that he publicly disclosed

invention X on December 20, 2012, and that the invention X of Kelly's prior public
disclosure is the same as the invention X of O'Brien's US PGPub?
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Scenario 4. Traversing a Rejection
under 35 U.S.C. 102(a)(1) or 102(a)(2)

December 20, 2012
Kelly's public disclosure
of invention X

July 8, 2011 January 8, 2013 May 1, 2013 May 1, 2014
O'Brien's US filing;  O'Brien's US PGPub; Kelly's AU filing;  Kelly's US filing;
invention X disclosed invention X disclosed invention X has invention X
112(a) support claimed

NO. Kelly's declaration establishes that O'Brien's PGPub is not

102(a)(1) art as of its publication date, but O'Brien's PGPub is still
102(a)(2) art as of the date that it was effectively filed.
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Scenario 4a. Traversing a Rejection
under 35 U.S.C. 102(a)(1) or 102(a)(2)

June 25, 2011
Kelly's public disclosure
of invention X

BRSSOl January 8, 2013 May 1, 2013 VMR LR
O'Brien’s USTiling;  o'Brien's US PGPub; Kelly's AU filing;  Kelly's US filing;
invention X disclosed jqyention X disclosed invention X has invention X

112(a) support claimed

Question: Should Kelly expect allowance of his claims if he submits a
declaration under 37 CFR 1.130(b) showing that he invented X, that he publicly

disclosed invention X on June 25, 2011, and that the invention X of Kelly's
prior public disclosure is the same as the invention X of O'Brien's US PGPub?
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Scenario 4a. Traversing a Rejection
under 35 U.S.C. 102(a)(1) or 102(a)(2)

June 25, 2011
Kelly's public disclosure
of invention X

July 8, 2011 January 8, 2013 May 1, 2013 May 1, 2014
O'Brien’s USTiling;  o'Brien's US PGPub; Kelly's AU filing;  Kelly’s US filing;
invention X disclosed jqyention X disclosed invention X has invention X
112(a) support claimed

NO. Although Kelly's declaration under 37 CFR 1.130(b) is sufficient

to establish that O'Brien's PGPub is not prior art under either
102(a)(1) or 102(a)(2), Kelly's prior public disclosure is itself
102(a)(1) prior art to Kelly's claimed invention.
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Topics of Discussion

 New Rule 37 CFR 1.130 and Evaluation of Declarations
— 130(a) Declarations of Attribution
— 130(b) Declarations of Prior Public Disclosure
— 37 CFR 1.77(b)(6) Statements

« Formal Requirements for 130 Declarations
« Examples of 130(a) and (b) Declarations
« Points to Consider after Filing 130 Declarations

« Comparison of Declarations for Pre-AIA and AIA Applications
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Summary of New Regulation 37 CFR 1.130

« Revised 37 CFR 1.130 (aka rule 130) applies only to AIA(FITF) cases.*

« Rule 130(a) provides for a declaration of attribution, and is a way to
invoke the 102(b)(1)(A) or 102(b)(2)(A) exception.

« Rule 130(b) provides for a declaration of prior public disclosure, and
is a way to invoke the 102(b)(1)(B) or 102(b)(2)(B) exception.

« Although the term "declaration" is used in this presentation, rule 130
applies to affidavits as well. These two types of evidence differ as to
formalities, but not as to substantive requirements.

*The common ownership provisions of pre-AIA 37 CFR 1.130 have been relocated to 37 CFR 1.131(c).
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New Rule 37 CFR 1.77 (b)(6):
An Alternative to Declarations under 130

37 CFR 1.77 Arrangement of application elements.

(b) The specification should include the following
sections in order:

(6) Statement regarding prior disclosures by
the inventor or a joint inventor.

« Pre-emptively include statements of (A) attribution or (B) prior
public disclosure in the specification upon filing.

« Substantive requirements for statements under 1.77(b)(6) are the
same as for 130 declarations.

* Such a statement cannot be added after the original filing date
without being considered new matter.
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New Rule 37 CFR 1.77 (b)(6):
An Example to Establish Attribution

An example of a 1.77(b)(6) statement in a specification used to
establish attribution of a prior public disclosure:

STATEMENT REGARDING PRIOR DISCLOSURES BY THE INVENTOR
OR A JOINT INVENTOR UNDER 37 C.F.R. L77(b}6)

00021 A ;1"5'0;' developed trapping device, a predecessor model to the present invention, was offered for sale
on March 27, 2013 by the Victor Pest Control Company (Victor) as shown on their website,

www viclorpest oomysiorerat-controlm 240, Victor Pest Centrol Company obtamned the prior developed
trapping device t om two of the present mventors, Charles Jordan St and Alexander Robert Thompson who,

=T i

during the course of their employment, developed the trapping device that their emplover began selling on
March 27, 2013, A copy of a print out of the website offering the trapping device for sale is provided on a
CONCUr r-hi.:'I}- filed Information Disclosure Statement pursuant to the guidance of 78 Fed, Reg. 11076 (Feb.

14, 2013).
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Declarations under 130(a) and 130(b)

Declaration | Applicable Purpose

Rule Exception

130(a) 102(b)(1)(A) attribution: showing that the potential prior art
and (b)(2)(A) subject matter originated with one or more
members of the inventive entity

130(b) 102(b)(1)(B) prior public disclosure: showing that the
and (b)(2)(B) potential prior art subject matter was preceded
by an inventor-originated disclosure of the same
subject matter

Note that a statement is sufficient (i.e., a declaration is not required) to invoke the
102(b)(2)(C) common ownership exception.
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130(a) Declaration of Attribution

37 CFR 1.130(a) states:

(a) Affidavit or declaration of attribution. When any claim of an
application or a patent under reexamination is rejected, the
applicant or patent owner may submit an appropriate affidavit or
declaration to disqualify a disclosure as prior art by establishing
that the disclosure was made by the inventor or a joint inventor, or
the subject matter disclosed was obtained directly or indirectly from
the inventor or a joint inventor.
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Declarations under 37 CFR 1.130(a)
for 102(b)(1)(A) and 102(b)(2)(A) Exceptions

I
'¢

e‘ 130(a)

Declaration

That's my
work!

FEEN
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130(a) Declarations of Attribution

A declaration of attribution under rule 130(a) is used to invoke the exception
under 35 U.S.C. 102(b)(1)(A) or 102(b)(2)(A).

* 102(b)(1)(A) exception:

A potential prior art 102(a)(1) disclosure made one year or less before the
effective filing date of a claimed invention is not prior art to the claimed
invention if it was an inventor-originated disclosure.

* 102(b)(2)(A) exception:

A potential prior art 102(a)(2) disclosure is not prior art to the claimed
invention if it was an inventor-originated disclosure. The grace period is
not relevant to any of the 102(b)(2) exceptions.

See MPEP 2153.01 and 2154.02(a) for more information about the
102(b)(1)(A) and 102(b)(2)(A) exceptions.

(28 ) AMERICAINVENTSACT
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Drafting Rule 130(a)
Declarations of Attribution

« When considered together with other evidence of record, a rule 130(a)
declaration must show sufficient facts, in weight and character, to establish
that the potential prior art disclosure is an inventor-originated disclosure.

If the declaration provides both

1. an unequivocal statement from one or more joint inventors that
he/she/they invented the potential prior art subject matter, and

2. areasonable explanation of the presence of additional
authors/inventors of the potential prior art subject matter

then it will generally be acceptable unless there is evidence to the
contrary.

See MPEP 717.01(a)(1).

« Itis not necessary to show that the inventor-originated disclosure was an
enabling disclosure within the meaning of 35 U.S.C. 112(a). See MPEP
717.01(a)(1) and 2155.04.

B} AMERICAINVENTSACT
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130(b) Declarations of Prior Public Disclosure

37 CFR 1.130(b) states in part:

Affidavit or declaration of prior public disclosure. When any claim
of an application or a patent under reexamination is rejected, the
applicant or patent owner may submit an appropriate affidavit or
declaration to disqualify a disclosure as prior art by establishing
that the subject matter disclosed had, before such disclosure was
made or before such subject matter was effectively filed, been
publicly disclosed by the inventor or a joint inventor or another who
obtained the subject matter disclosed directly or indirectly from the
inventor or a joint inventor.

\ ) AMERICAINVENTSACT
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Declarations under 37 CFR 1.130(b)
for 102(b)(1)(B) and 102(b)(2)(B) Exceptions

Q; : 130(b)

Declaration

I made it
public first!
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130(b) Declarations of Prior Public Disclosure

A declaration of prior public disclosure under rule 130(b) is used to invoke
the exception under 35 U.S.C. 102(b)(1)(B) or 102(b)(2)(B).

* 102(b)(1)(B) exception:

A potential prior art 102(a)(1) disclosure made one year or less before the
effective filing date of a claimed invention is not prior art to the claimed
invention if the subject matter of the potential prior art disclosure was
disclosed in a previous inventor-originated public disclosure.

« 102(b)(2)(B) exception:

A 102(a)(2) disclosure is not prior art to the claimed invention if the
subject matter of the potential prior art disclosure was disclosed in a
previous inventor-originated public disclosure. The grace period is not
relevant to any of the 102(b)(2) exceptions.

See MPEP 2153.02 and 2154.02(b) for more information about the
102(b)(1)(B) and 102(b)(2)(B) exceptions.
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Drafting Rule 130(b) Declarations
of Prior Public Disclosure

« When considered together with other evidence of record, a rule
130(b) declaration must show sufficient facts, in weight and
character, to establish that the potential prior art subject matter
disclosed was previously publicly disclosed in an inventor-
originated disclosure.

The declaration must describe the subject matter disclosed with
sufficient detail and particularity, provide the date of disclosure,
and be accompanied by a copy of the disclosure if it was a
printed publication.

See MPEP 717.01(b)(1).

« Itis not necessary to show that the inventor-originated disclosure

was an enabling disclosure within the meaning of 35 U.S.C. 112(a).
See MPEP 717.01(a)(1).
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Same "Subject Matter" Requirement
for a 130(b) Declaration

« The 102(b)(1)(B) or 102(b)(2)(B) exception applies only when there has
been a previous inventor-originated public disclosure of the same subject
matter as that of a third party's potential prior art disclosure.

 If the third party's potential prior art disclosure (the intervening disclosure)
is merely a more general description of the subject matter of the previous
inventor-originated public disclosed, the inventor-originated disclosure is
considered to have disclosed the same subject matter.

« Even if an intervening disclosure by a third party would have been obvious
over an inventor-originated prior public disclosure, it would not be a
disclosure of the same subject matter, and the exceptions under 35 U.S.C.
102(b)(1)(B) and 102(b)(2)(B) would not apply.

See MPEP 717.01(b)(2).
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Evaluating 130(b) Declarations: Is the Inventor's
Previous Disclosure the Same "Subject Matter" As
the Intervening Reference?

Al discloses X Bob discloses X Al's application

Al discloses X Bob discloses broad class  Apg application
encompassing X, but not X itself

Al discloses X Bob discloses Al's application
P obvious variant of X

Al discloses broad class Bob discloses X Al's application
encompassing X, but not X itself
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It Is Possible For Only a Portion of a Third Party's
Disclosure to Be Disqualified as Prior Art

« Only that portion of the third party's intervening
disclosure that was in a previous inventor-originated
disclosure (i.e., the same "subject matter") is disqualified
as prior art under 35 U.S.C. 102(a)(1) or (a)(2) when the
respective 102(b)(1)(B) or (b)(2)(B) exception applies.

« Any other portion of the third party's intervening
disclosure that was not part of the previous inventor-
originated disclosure is still available for use in a prior
art rejection. In other words, the claimed invention is
not shielded from any portion of the third party's
disclosure that has not been disqualified.
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Example: It Is Possible for Only a Portion of a Third
Party's Disclosure to Be Disqualified as Prior Art

« The inventor publicly discloses and later claims A, B, and C.

« A U.S. patent document to a third party, which was effectively filed
before the inventor's effective filing date but after the inventor's

public disclosure (i.e., an intervening reference), discloses A, B, C,
and D.

« D, as disclosed in the U.S. patent document, is still available for use

in an obviousness rejection because it qualifies as prior art under 35
U.S.C. 102(a)(2).

Effectively filed date of third - - -
Inventor publicly party's U.S. patent document Dis S.tlll available
discloses A, B, and C disclosing A, B, C, and D </ as prior art

S N —"r

N Inventor's effective filing
B AMERICAINVENTSACT date for A, B, and C
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Topics of Discussion s

 New Rule 37 CFR 1.130 and Evaluation of Declarations
— 130(a) Declarations of Attribution
— 130(b) Declarations of Prior Public Disclosure
— 37 CFR 1.77(b)(6) Statements

« Formal Requirements for 130 Declarations

« Examples of 130(a) and (b) Declarations
« Points to Consider after Filing 130 Declarations

« Comparison of Declarations for Pre-AIA and AIA Applications

A ) AMERICAINVENTSA CT
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Formalities of Rule 130 Declarations

The formal requirements have not changed as compared with
requirements for other evidentiary declarations under pre-AIA
law.

1. Isittimely? See MPEP 717.01(f).

2. Does it include the necessary statements for declarations?
See MPEP 717.01(c). If an affidavit has been submitted
rather than a declaration, has it been properly witnessed?
See MPEP 602 and 717.01(c).

3. If exhibits are included, do they comply with 37 CFR 1.91?
See MPEP 717.01(c); see also MPEP 608.03(a).

'.r
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Formalities of Rule 130 Declarations

4. As with any evidentiary declaration, the person who signs a
130 declaration must be someone with knowledge of the facts
addressed. This may be the inventor or a joint inventor, or
someone else. See MPEP 717.01(c).

5. The person who files the declaration in the application (i.e.,
the person who signs the transmittal letter) must be someone
who may sign a paper under 37 CFR 1.33(b). That person
might not be the same as the person who signs the declaration
itself. If the applicant is an organizational assignee, a
registered patent practitioner must sign the transmittal letter
to file the declaration. See 37 CFR 1.33(b)(3).

_',4;~-
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When Is a 130(a) or (b) Declaration
Not Appropriate?

« An applicant may not rely on a declaration under rule 130(a)
or 130(b) to establish an exception to prior art when the
disclosure was publicly available before the grace period.

« This follows from the requirements of 102(b)(1) that a
disclosure under 102(a)(1) is not subject to an exception if it
was made more than one year before the effective filing date of
the claimed invention.

« An examiner need not consider such 130 declarations on the
merits. The applicant should be informed that the declaration
does not comply with 37 CFR 1.130(c).

See 37 CFR 1.130(c) and MPEP 717.01(a)(1).
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When Is a 130(a) Declaration Not Appropriate?

An applicant may not rely on a declaration of attribution under rule 130(a) to
establish an exception to prior art when both of the following apply:

« the disclosure is a U.S. patent or U.S. patent application publication
having patented or pending claims drawn to an invention that is the
same or substantially the same as (i.e., not patentably distinct from) the
invention claimed in the application under examination, AND

« the declaration contends that an inventor named in the disclosure
derived the claimed invention from the inventor or a joint inventor
named in the application under examination.

The examiner need not consider the declaration on the merits. The applicant
should be informed that the declaration does not comply with 37 CFR 1.130(c).
The applicant may file a petition for a derivation proceeding.

See MPEP 717.01(a)(1) and 717.01(d).
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The Preponderance Standard and Rule 130

From MPEP 2142:

"The ultimate determination of patentability is based on the entire
record, by a preponderance of evidence, with due consideration to the
persuasiveness of any arguments and any secondary evidence. Inre
Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). The legal
standard of 'a preponderance of evidence' requires the evidence to be
more convincing than the evidence which is offered in opposition to it.

"

If a formally compliant rule 130 declaration has been filed, the examiner
must consider it. However, the examiner is not required to withdraw any
rejection merely because the declaration has been filed. The decision to
make or maintain any rejection always requires evaluation of all evidence
properly of record, according to the preponderance of evidence standard.

‘ . ) AMERICAINVENTSACT
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Significance of An Effective
130(a) or (b) Declaration

« An effective 130(a) or (b) declaration disqualifies
a disclosure (which may be just a portion of a

reference) as prior art, either under 102(a)(1) or
102(a)(2), or both.

{22 ) AMERICAINVENTSA CT
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Significance of An Effective
130(a) or (b) Declaration (cont.)

A disclosure that has been disqualified as prior art in view of an exception
may still be used:

 in a non-statutory double patenting rejection when the disqualified
disclosure is a U.S. patent or U.S. patent application publication and
the patented or pending claims are not patentably distinct from the
claims of the application under examination;

 in a statutory double patenting rejection under 35 U.S.C. 101 when
the disqualified disclosure is a U.S. patent or U.S. patent application
publication and the patented or pending claims are drawn to the
same subject matter as the claims of the application under
examination; and/or

« as evidence relevant to an inquiry concerning statutory subject
matter under 35 U.S.C. 101, or enablement, written description, or
definiteness under 35 U.S.C. 112.

(oA ) AMERICAINVENTSACT
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Additional Information

e Arule 130 declaration is not needed to invoke the common
ownership exception under 35 U.S.C. 102(b)(2)(C). A
statement is sufficient. See MPEP 717.02(b)(III).

 Although this slide set is focused on rule 130 declarations
during prosecution of patent applications, rule 130
declarations may also be submitted during reexamination
proceedings.

'.r
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Topics of Discussion s

 New Rule 37 CFR 1.130 and Evaluation of Declarations
— 130(a) Declarations of Attribution
— 130(b) Declarations of Prior Public Disclosure
— 37 CFR 1.77(b)(6) Statements

« Formal Requirements for 130 Declarations

« Examples of 130(a) and (b) Declarations

« Points to Consider after Filing 130 Declarations

« Comparison of Declarations for Pre-AIA and AIA Applications
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Important Points to Learn from the
Rule 130 Declaration Examples

For all 130 declarations:

When a declaration states that a disclosure by another is an
inventor-originated disclosure, it must be clear on the record of the
application under examination that the subject matter in the
disclosure was not only obtained from but also invented by a person
named as an inventor in the application.

« A statement that the declarant is the inventor of the subject
matter may be made in the rule 130 declaration itself.

« Arule 63 inventor's oath or declaration signed by the
declarant and made of record in the application is also
acceptable.

« An ADS naming the declarant as the inventor is not
acceptable for this purpose.

(oA ) AMERICAINVENTSACT
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Important Points to Learn from the
Rule 130 Declaration Examples (cont.)

For all 130 declarations:

These declarations are only intended to be used to invoke an
exception under AIA 35 U.S.C. 102(b).

An effective 130 declaration establishes that a disclosure is not
prior art to the claimed invention.

A 130 declaration is not appropriate when the only purpose is
to make a prior public disclosure of record in the application.

#.-;J.- EE l'**__' /
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Important Points to Learn from the
Rule 130 Declaration Examples (cont.)

For 130(a) declarations:

When an inventor is attributing a reference to
130(a) him- or herself to invoke the 102(a)(1)(A) or
" 102(a)(2)(A) exception, and the reference
names someone else in addition to the inventor,
a reasonable explanation of the other person's
involvement is required.

It is not necessary for the other person to
provide a confirmatory statement or
declaration.
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Important Points to Learn from the Rule
130 Declaration Examples (cont.)

For 130(b) declarations:

130(b) In order for the 102(a)(1)(B) or 102(a)(2)(B)
exception to apply, the inventor-originated prior
Q@ _4. publicdisclosure must have disclosed the same
subject matter as the potential prior art
disclosure.
I made it The inventor-originated prior public disclosure

public first! must be compared to the potential prior art
disclosure; it is not relevant to compare either
disclosure to the claimed invention.
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Important Points to Learn from the Rule
130 Declaration Examples (cont.)

For 130(b) declarations (cont.):

130(b) A mere statement that the subject matter of the
disclosures is the same may not be sufficient.
& : Often it will be necessary to include an
explanation of how the prior public disclosure is
the same as the potential prior art disclosure.

| made it Obviousness is not the standard for "same
public first! subject matter." See MPEP 717.01(b)(2).
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130(a)
Example 1: 130(a) Declaration to Invoke s

102(b)(1)(A) Exception for Inventor-Originated }I%
Disclosure Within the Grace Period That's my work]

Al & Bob are authors of a
journal article disclosing X

F Grace period 1 I E

April 2, 2012 April 2, 2013 Examiner rejects claim to X as
Acme Corp. files U.S. anticipated under 102(a)(1) by
application claiming X the disclosure of X in the journal
Al named as inventor in article by Al & Bob; no inventor's
signed ADS rule 63 oath/dec of record

Applicant's Reply: The attorney for Acme Corp. files a 130(a) declaration
signed by Al averring that Al is the sole inventor of X as disclosed in the journal
article. Al also explains in the declaration that Bob was a graduate student
working under his direction and supervision, and that Bob did not contribute to
the conception (i.e., Bob was not an inventor) of X.

Question: Is the declaration sufficient to disqualify the disclosure of X in Al and
Bob's journal article as prior art?

B AMERICAINVENTSACT
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130(a)
Example 1: 130(a) Declaration to Invoke s

102(b)(1)(A) Exception for Inventor-Originated
Disclosure Within the Grace Period (cont.)  Thatsmyworki

Answer: Yes.

The declaration is sufficient to establish that the disclosure of X in the
journal article is not prior art.

« Because Al avers that invention X originated from him, an inventor's
oath/declaration under 37 CFR 1.63 is not necessary to overcome the
rejection.

« Al provides a reasonable explanation of Bob's involvement.

 There is no evidence in the record that contradicts the declaration.
For example, the specification of the application under examination
does not state that Al and Bob both invented X.

A declaration from Bob stating that he did not invent X is not required. See
In re Katz, 215 USPQ 14 (CCPA 1982) and MPEP 717.01(a)(1).
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130(a)

Example 2: 130(a) Declaration to Invoke P
102(b)(1)(A) and (b)(2)(A) Exceptions for
Inventor-Originated Disclosure That's my workl

Publication date of Al & Bob's
U.S. PGPub that claims X and Y

E Grace period 1 I a

April 2, 2012 April 2, 2013 Examiner rejects claim to X as
Acme Corp. files U.S. anticipated under 102(a)(1) and
application claiming X; 102(a)(2) by the disclosure of X in
Al named as inventor in the U.S. PGPub to Al & Bob; no
signed ADS inventor's rule 63 oath/dec of
record

Applicant's Reply: The attorney for Acme Corp. files a 130(a)

declaration signed by Al averring that he invented X as disclosed in the
U.S. PGPub.

Question: Isthe declaration sufficient to disqualify the disclosure of X in
Al and Bob's U.S. PGPub as prior art under 102(a)(1), 102(a)(2), or both?

B AMERICAINVENTSACT
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130(a)

Example 2: 130(a) Declaration to Invoke .
102(b)(1)(A) and (b)(2)(A) Exceptions for }I%
Inventor-Originated Disclosure (cont.) That's my work]

Answer: No, for both.

The 130(a) declaration is not sufficient to disqualify the disclosure of X in
the PGPub as prior art under either 102(a)(1) or 102(a)(2).

« Because Al avers that invention X originated from him, an inventor's
oath/declaration under 37 CFR 1.63 is not necessary to overcome the
rejection.

« However, it is not clear whether Bob, in addition to Al, is also a joint
inventor of X. In other words, the declaration is consistent with the
conclusion that Bob contributed to the conception of the invention.

« The declaration does not establish that Bob obtained his knowledge
of X as disclosed in the U.S. PGPub from Al.

(22 ) AMERICAINVENTSACT
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130(a)

Example 3: 130(a) Declaration to Invoke e
102(b)(2)(A) Exception for ff'%
Inventor-Originated Disclosure That's my workl

January 5, 2012
Al tells Di Di files U.S. application

about X disclosing but not August 3, 2013
privately claiming X PGPub of Di's application
March 16, 2013 Examiner rejects claim 1
Acme Corp. files U.S. as anticipated under 102(a)(2)
application by disclosure of X in Di's
with claim 1 to X; Al named PGPub; no inventor's rule 63
as inventor in signed ADS oath/declaration of record

Applicant's Reply: The attorney for Acme Corp. files a 130(a) declaration that
was signed by Al in which Al explains the circumstance under which he privately

told Di about X (i.e., not a public disclosure) before Di's filing date. The declaration
does not state that Al invented X.

Question: Is the declaration sufficient to disqualify the disclosure of X in Di's
_PGPub as prior art?
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130(a)

Example 3: 130(a) Declaration to Invoke e
102(b)(2)(A) Exception for ff'%
Inventor-Originated Disclosure (cont.) That's my work]
Answer: No.

The 130(a) declaration is not sufficient to disqualify the disclosure of X in the PGPub as
prior art.

* Al has not established that he invented X.

« It would be consistent with Al's declaration to conclude that Al learned of X from a
third party and communicated it to Di. In that case, Di's PGPub would not be an
inventor-originated disclosure.

An inventor-originated disclosure is a disclosure of subject matter that was invented by
one who is named as the inventor or a joint inventor in the application under examination.

The declaration would have been sufficient if an inventor's rule 63 oath/declaration signed
by Al had been of record.

Alternatively, if Acme Corp.'s attorney had submitted a timely 130(a) declaration signed by
Al averring that Al invented X as disclosed in the PGPub to Di, it would have been
sufficient.

Seelnre Facius, 161 USPQ 294 (CCPA 1969) and MPEP 717.01(a)(1).

B AMERICAINVENTSACT
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130(a)
Example 4: 130(a) Declaration to Invoke P

102(b)(1)(A) and 102(b)(2)(A) Exceptions for T

Inventor-Originated Disclosure That's my workl
February 1, 2012
Di files U.S.
Al tells D1 application February 5, 2013
about X disclosing but not Di's U.S. patent
privately claipming X issues

Grace period

August 16, 2012 August 16, 2013 Examiner rejects
Acme Corp. files U.S. application claim 1
with claim 1 to X, and inventor's as anticipated under
rule 63 declaration signed by 102(a)(1) & 102(a)(2)

inventor Al by Di's disclosure of X
Applicant's Reply: The attorney for Acme Corp. files a 130(a) declaration signed by Di

in which she explains the circumstances under which Al privately told her about X (i.e.,
not a public disclosure). The attorney also points out that an inventor's oath or
declaration under 37 CFR 1.63 signed by inventor Al is already of record.

Question: Is the declaration sufficient to disqualify the disclosure of X in Di's patent as
prior art under 102(a)(1) and 102(a)(2).?
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130(a)

Example 4: 130(a) Declaration to Invoke e
102(b)(1)(A) and 102(b)(2)(A) Exceptions for g
Inventor-Originated Disclosure (cont.) That's my work!

Answer: Yes, for both.

The declaration is sufficient to disqualify the disclosure of X in Di's patent as
both 102(a)(1) and 102(a)(2) prior art.

 The declaration establishes that Di learned about X from Al.

« Al'sinventor's declaration under 37 CFR 1.63, which is of record in
Acme Corp.'s application, establishes that Al is the inventor of X.

See In re Mathews, 161 USPQ 276 (CCPA 1969) and MPEP 717.01(a)(1).

Note that because Di's patent is a 102(a)(1) disclosure within the grace period,

in accordance with compact prosecution the examiner should make the

rejection under both 102(a)(1) and 102(a)(2) to guard against the possibility

that the applicant could overcome the 102(a)(1) rejection but not the 102(a)(2)

rejection. Also, although Di's patent issued on a pre-AIA application, there is

no possibility of an interference or derivation proceeding because Di did not
claim X.
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130(b)

Example 5: 130(b) Declaration to Invoke ®:
102(b)(1)(B) Exception for Inventor-Originated
° ° ° I made it
Prior Public Disclosure public first!
June 7, 2012

Al publicly discloses X (Examiner ) February 7, 2013 i
is unaware of this disclosure when Ihird party Ty dls.closes X1n

the rejection is made) journal article

Grace period

March 16, 2012 March 16, 2013 Examiner rejects claim 1
Acme Corp. files U.S. application 55 anticipated under
with claim 1 to X, and inventor's  1g2(a)(1) by X in Ty's
rule 63 declaration signed by Al journal article

Applicant's Reply: Acme Corp.'s attorney files a 130(b) declaration signed by Al in
which Al avers that he disclosed X at a conference on June 7, 2012. A copy of the printed
conference proceeding, which is not prior art, is also filed. The proceeding includes an
abstract by Al that discloses X. The declaration explains how X is the same in both

disclosures. The attorney points out that an inventor's oath or declaration under 37 CFR
1.63 signed by Al is already of record.

Question: Is the declaration sufficient to disqualify Ty's disclosure of X in the journal
_article as prior art?
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130(b)

Example 5: 130(b) Declaration to Invoke ®:
102(b)(1)(B) Exception for Inventor-Originated Enl
Prior Public Disclosure (cont.) public first!

Answer: Yes.

The declaration is sufficient to disqualify the disclosure of X in Ty's journal article as
prior art.

» A copy of the printed conference proceeding is included with the declaration,
as required by 37 CFR 1.130(b)(1).

« Al's inventor's oath or declaration under 37 CFR 1.63 establishes that he
invented X.

« The declaration explains how X is the same in both disclosures

« Al publicly disclosed the same subject matter X before it had been disclosed
by the third party Ty.

A ) AMERICAINVENTSA CT
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130(b)

Example 6: 130(b) Declaration to Invoke ®:
102(b)(1)(B) Exception for Inventor-Originated
° ° ° I made it
Prior Public Disclosure public first!
June 7, 2012 February 7, 2013
Al publicly discloses species X Third party Ty's journal article
(Examiner is unaware of this discloses a genus, as well as

disclosure when rejection is made) species X & Y within the genus

Grace period

March 16, 2012 March 16, 2013 Examiner rejects claim
Acme Corp. files U.S. application 1 as being anticipated
with claim 1 to species X, and inventor's under 102(a)(1) by Ty's
rule 63 declaration signed by Al disclosure of X

Applicant's Reply: Acme Corp.'s attorney files a 130(b) declaration signed by Al in
which Al avers that he disclosed species X at a conference on June 7, 2012. A copy of
the printed conference proceeding, which is not prior art, is included. The
proceeding contains an abstract by Al disclosing species X. The declaration explains
how X is the same in both disclosures. The attorney points out that an inventor's oath
or declaration under 37 CFR 1.63 signed by Al is already of record.

Question: Is the declaration sufficient to disqualify Ty's disclosure of X as prior art?
) AMERICAINVENTSACT
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130(b)

Example 6: 130(b) Declaration to Invoke ®:
102(b)(1)(B) Exception for Inventor-Originated Enl
Prior Public Disclosure (cont.) public first!

Answer: Yes.

The declaration is sufficient to disqualify the disclosures of the genus and species
X in Ty's journal article as prior art.

« A copy of the printed conference proceeding is included with the
declaration, as required by 37 CFR 1.130(b)(1).

« The declaration explains how X is the same in both disclosures

« Al'sinventor's oath or declaration under 37 CFR 1.63 establishes that he
invented X.

Al publicly disclosed the same subject matter X before it had been
disclosed by the third party Ty.

However, Ty's disclosure of species Y is not disqualified as prior art. If an
obviousness rejection of species X over species Y is applicable, such a rejection
would not be overcome with this 130(b) declaration.

B} AMERICAINVENTSACT
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Topics of Discussion s

 New Rule 37 CFR 1.130 and Evaluation of Declarations
— 130(a) Declarations of Attribution
— 130(b) Declarations of Prior Public Disclosure
— 37 CFR 1.77(b)(6) Statements

« Formal Requirements for 130 Declarations

« Examples of 130(a) and (b) Declarations

« Points to Consider after Filing 130 Declarations

« Comparison of Declarations for Pre-AIA and AIA Applications
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Review of 130 Declarations

« A primary examiner decides whether a declaration is sufficient
as to formal matters, including timeliness. If the applicant is
unsatisfied with the examiner's decision, review is by way of a
petition under 37 CFR 1.181, which is decided by the TC
Director. See MPEP 717.01(e).

« A primary examiner decides whether a declaration is sufficient
on the merits. If the applicant is unsatisfied with the
examiner's decision, review is by way of appeal of a rejection
to the PTAB. See MPEP 717.01(1).
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130(b)

IMPORTANT! Notice of N
130(b) Declarations on Office Forms 'madex

« The examiner should mark the 130(b) declaration acknowledgment
checkbox and provide the filing date of the 130(b) declaration on the
appropriate form (e.g., Office Action Summary, Notice of
Allowability, Advisory, etc.).

« If the checkbox is properly marked and a U.S. patent eventually
issues on the application, information about the 130(b) declaration
will be printed on the face of the patent.

« Examiners who find the patent during a future prior art search for
another application will thereby be alerted to the existence of
potential prior art having an earlier date than the patent itself.

« Applicants should confirm that their 130(b) declaration has been
acknowledged in the action subsequent to its submission.

4 g ﬂ"p -
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130(b)

Acknowledgement of a 130(b) Declaration gﬁ
on the Office Action Summary I made it

public first!

Application No. Applicant(s)
GO XHX SMITHETAL.

Office Action S ummary Examiner Art Unit AIA (First Inventor to File)
PAT N. LEGAL 1xxX o

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply]|

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

- Extensions oftime may be available underthe provisions of 37 CFR 1.138(a). In noevent, however, may a reply be timely filed

after SIx (8) MOMNTHS from the mailing date of this communication.
- IFMO period forreply is specified above, the maximum statutory period will apply and will expire SIX (8) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDOMNED (35 U.S.C. §133).

Any reply received by the Office later than three months after the mailing date of this communication, even iftimely filed, may reduce any

earned patentterm adjustment. See 37 CFR 1.704(b).

Status

1] Responsive to communication(s) filed on
[_] A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon____ .
2a)l_] This action is FINAL. 2b)L] This action is non-final.
3)L] An election was made by the applicant in response to a restriction requirement set forth during the interview on
______ the restriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213
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130(b)

Acknowledgement of a 130(b) Declaration gﬁ

on the Notice of Allowability

I made it
public first!

Application No. Applicant(s)
QO XK, XXX SMITHET AL.
Notice of Allowability E?rmr:lnfrE AL f;’(‘tx;-’("'t File) St o€
Yes

1. [ This communication is responsive to

|:| A declaration(s)/affidavit(s)under 37 CFR 1.130(b) was/were filed on I

3. [] The allowed claim(s)is/are

J AMERICAINVENTSACT

IMPLEMENTATION

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWARBILITY I3 NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313|and MPEP 1308.

2. [] An election was made by the applicant in response to a restriction requirement set forth during the interview on
requirement and election have been incorporated into this action.

. As aresult of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution
Highway program at a participating intellectual property office for the corresponding application. For more information, please see

http://'www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov .

. the restriction
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130(b)

130(b) Declaration Information on the ~
Face of an Issued Patent tmadert
public first!
United States Patent Patent Number X, XXX, XXX The 130 (b) e
alerts examiners and
_ | the public that the
ot T e cona file history of the

under 37 CFR 1.130(b).

patent may contain
prior art with an
earlier date than the
effectively filed date
of the patent.

Notice: Patent file contains
an affidavit/declaration under

IMPLEMENTATION 182
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Topics of Discussion

 New Rule 37 CFR 1.130 and Evaluation of Declarations
— 130(a) Declarations of Attribution
— 130(b) Declarations of Prior Public Disclosure
— 37 CFR 1.77(b)(6) Statements

« Formal Requirements for 130 Declarations

« Examples of 130(a) and (b) Declarations

« Points to Consider after Filing 130 Declarations

« Comparison of Declarations for Pre-AIA and AIA Applications
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Comparison of Declarations for
Pre-AIA and AIA Applications

Current Rule (as of MPEP gth ed.) &
Purpose Pre-AIA (First-to- AIA (First-Inventor-to-
Invent) Applications File) Applications
Earlier date of invention .
(formerly rule 131) 131(a) Not available

Attribution 2o 130(a)

(Katz Type Declaration) 3 3

Prior public disclosure Not available 130(b)

Rare current common ownership
declaration with terminal 131(c)
disclaimer (not the more frequently used Formerly pre-AIA 130(a) Not available

common ownership statement under pre-AIA
103(c) or AIA 102(b)(2)(C))

Other traversal of rejection or
objection (e.g., unexpected results, 132 132
commercial success, etc.)

\ SE AMERICAINVENTSACT
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Document Codes and Document Descriptions
for Declarations after March 15, 2013

RULE FOR
SUBMISSION OF DOCUMENT DESCRIPTION IN IFW DOC CODE
DECLARATION

130(a) Affidavit-Rule 130(a)-AIA (FITF) ONLY AF/D.130A

130(b) Affidavit-Rule 130(b)-AIA (FITF) ONLY AF/D.130B

131(a) or 131(c) Affidavit-Rule 131-pre-AIA (FTI) ONLY AF/D.131

Affidavit-traversing rejectns or objectns

132 rule 132

AF/D.132

Not Covered by a

Specific Rule Affidavit-not covered under specific rule AF/D.OTHER

[ A9 AMERICAINVENTSACT
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Tour of the
AIA (FITF) Website

WWWwW.uspto.gov



USPTO Home Page www.uspto.gov

u S to G . search for patents | search for trademarks
. >

The United

S O

ez

PATENTS | TRADEMARKS | IP LAW & POLICY | PRO CTS & SERVICES | INVENTORS | NEWS & NOTICES | FAGs | KIDS | ABOUT US

MNew Alexandria Headquarters
Visitor Access Policy

Az of Auvgust 4, 2014, the USPTO instituted
new 3coess control procedures that may
affect visitors to the Alexandria campus.

>> tfrademarks
>> iplaw&policy

USPTO NEW S

America Invents Act
owr guide to the law

Patent Examiner
Guidance

Allice Conp. Excamination
| s brusc:thoms:
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AIA Implementation Information

search for patents | search for trademarks

EX >

an agency of the Department of Commerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAQs | KIDS | ABOUT US

Home Page » America Invents Act » Implementation Information

Implementation Information Leahy-Smith America Invents Act Implementation

Patent Examination

Inter Partes Disputes

Fees and Budgetary Issues
AIA Studies and Reports
Programs

Implementation Status

AIA Resources

AIA Informational Videos

AIA Press Releases and Speeches
AIA Frequently Asked Questions

AIA Comments

President Barack Obama signs the America Invents Act September 16, 2011, at

AIA Blog Thomas Jefferson High School for Science and Technology in Alexandria, VA

ALS Boathon USPTO Seeking Written Comments on Virtual Marking for AIA Report

Global Impacts of AIA The AIA requires the USPTO to report on the effectiveness of virtual marking as an alternative to physically marking articles

with patent information. The AIA contained a provision permitting a virtual mark as a means of providing public notice that an
article is subject to patent protection in lieu of a physical mark on the patented article. The AIA mandates the USPTO to

memmmlaba Hho rameedk Fae Camarace bae Cambammbees 468 N4 A4

AIA Statistics
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AIA Patent Examination

search for patents | search for trademarks

EXTC >

an agency of the Deparfment of Commerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAQs | KIDS | ABOUT US

Home Page » America Invents Act » Implementation Information » Patent Examination

Implementation Information Patents Examination

= Patent Examination The Patents Examination area features information about AIA provisions that impact patent examination and supplemental
« Inter Partes Disputes examination, induding guidance documents, Notices of Proposed Rulemakings (NPRMs), Final Rulemakings (FRs), and links to
Public Comments received in response to NPRMs.

= Fees and Budgetary Issues

| ST R @ [nter Partes Reexamination Threshold Transition
® Tax Strategies deemed within the Prior Art

« Programs
® Best Mode

| L S P @ Human Organism Prohibition

AIA Resources @ Prioritized Examination

. . @ Inventor's Oath/Declaration

AIA Informational Videos
® Preissuance Submissions

AIA Press Releases and Speeches @ Citation of a Patent Owner Claim Scope Stat
®

AIA Frequently Asked Questions
@ First-Inventor-to-File

AIA Comments @ Repeal of Statutory Invention Registration
® OED Statute of Limitations

AIA Blog

AMERICAINVENTSA CT
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ATA Patent Examination:
First Inventor to File

First-Inventor-to-File

The First Inventor to File (FITF) provisions transition the U.S. to a first-inventor-to-file system from a first-to-invent system.
The FITF provision includes a 1-year grace period. Specifically, prior art disclosures made publicly available one year or less
before the effective filing date can be overcome by applicant showing (1) the prior art disclosure was by another who obtained
the disclosed subject matter from the applicant (a deriver), see 102(b)(1)(A), or (2) the applicant or a deriver publicly disclosed
the subject matter before the date of the prior art disclosure, see 102(b)(1)(B). The effective filing date for a claimed invention
in an application now includes the filing date of a prior foreign application if applicant is entitled to foreign priority and thus, in
this situation, the 1-year grace period will be measured from the foreign priority date claimed. A prior disclosure of the
invention which is publicly available more than one year before the effective filing date of an application continues to be a
statutory bar. Prior public use or sale is no longer limited to the U.S. For prior art purposes, U.S. patents and patent
application publications are available as prior art as of any foreign priority date, provided that the subject matter being relied
upon is disclosed in the foreign priority application. Applicants can now rely on common ownership or joint research
agreement provisions to overcome rejections under 35 U.5.C. 102. In addition, derivation proceedings are established in place
of interference proceedings for FITF applications and patents. The FITF provisions take effect on March 16, 2013. 35

U.S.C. 102 and 103 in effect before March 16, 2013 will apply to applications filed before March 16, 2013, and continuations
and divisionals of such applications. 35 U.5.C. 102 and 103 in effect on March 16, 2013, will apply to any application that ever
contains a claim that has an effective filing date on or after March 16, 2013. 35 U.5.C. 102(qg) in effect before March 16, 2013,
will apply if the application ever contains a claim that has an effective filing date before March 16, 2013.

FITF Public Forum, April 1, 2014
® Slideset /PPTT
Examiner Training

@ First-Inventor-to-File Training Plan for USPTO Examiners [PDF]

@ First-Inventor-to-File Statutory Framework Chart /PDF]

® Overview CBT (March 2013) (46 min) Video | Slides /PDFf

@ Overview Follow-On Video (March 2013) (27 min) Video | Slides /PDF]
=]

=]

=]

FITF Definitions (June 2013) (14 min) Video | Slides /PDF] / Handout [PDF]
Comprehensive Examiner Training Slides (Summer 2013) Video | Slides [PDF]
AIA FITF Indicator Training (Fall 2013) Video
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AIA Patent Examination

search for patents | search for trademarks

T >

an agency of the Department of Commerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAQs | KIDS | ABOUT US

Home Page » America Invents Act » Implementation Information » Patent Examination

Implementation Information Patents Examination

* Patent Examination The Patents Examination area features information about AIA provisions that impact patent examination and supplemental
Inter Partes Disputes examination, including guidance documents, Notices of Proposed Rulemakings (NPRMs), Final Rulemakings (FRs), and links to

Public Comments received in response to NPRMs.
Fees and Budgetary Issues

® Inter Partes Reexamination Threshold Transition

AIA Studies and Reports
® Tax Strategies deemed within the Prior Art
Programs
@ Best Mode
* Implementation Status ® Human QOrganism Prohibition
AIA Resources @ Prioritized Examination
. : @ Inventor's Qath/Dedaration
AIA Informational Videos
® Preissuance Submissions
AIA Press Releases and Speeches @ Citation of a Patent Owner Claim Scope Statement
AIA Frequently Asked Questions ® Supplementsl Examininafion
® First-Inventor-to-File
AIA Commernts ® Repeal of Statutory Invention Registration
@ QED Statute of Limitations

AIA Blog
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AIA Patent Examination:
Frequently Asked Questions

search for patents | search for trademarks

Search our site >

an agency of the Department of mmerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INWENTORS | NEWS & NOTICES | FAQs | KIDS | ABOUT US

Home Page » America Invents Act » AIA Frequenthy Asked Questions

Implementation Information Frequently Asked Questions

AIA Resources Submitting Comments on the ATA
Best Mode

Derivation Proceedings

Fees

Eirst Inventor to Fil

AIA Informational Videos
AIA Press Releases and

Frequently Asked Q ns Inter Partes Reexamination

ALA Comments Inter Partes Review

AIA Blog

Inventor's Oath or Dedaration

Tax Strategies
Transitional Program for Covered Business Method Patents

AIA Roadshow

Global Impacts of AIA Preissuance Submissions

Citation of Patent Owner Statements in 3 Patent File

Supplemental Examination
Miscellaneous

ALA Statistics

=]
]
=]
=]
=]
=]
@
@ Post Grant Rewview
=]
=]
-]
=]
]
=]
]

Subscription Center
Subscribe to ATA Updates

Announcements and Upcoming ALA
Events

Mo planned events are listed at this time.
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Frequently Asked Questions:
First Inventor to File

search for patents | search for trademarks

[seonousie B3

The United States :
an agency of the Depcl‘rmem of Commerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAGs | KIDS | ABOUT US

Home Page » America Invents Act » AIA Frequently Asked Questions

Implementation Information First Inventor to File

Effective Date of First-Inventor-to-File Provisions

Statutory Framework

Definition of Effective Fiing Date for the Climed Invention

Prior Fied U.S. Patent Documents (35 U.S.C. 102(a)(2) prior art disclosures)
Effectively Filed Date

Effectively Filed Date Based on Foreign Fiing Date

Applying First-Inventor-to-File Provisions to Patent Applications

Prior Public Disclosures (AIA 35 U.S.C. 102(a)(1}

Exceptions to Prior Art (ATA 35 U.5.C. 102(b))

Grace Period

Common Ownership Exception (ATA 35 U.5.C. 102(b)(2)(C))

Patents Awarded to Inventors

Inventor's Own Work Exception (AIA 35 U.S.C. 102(b)(1)(A))

Previous Inventor Disclosure Exception (ATA 35 U.S.C. 102(b}(1)(B} and (b)(2)(B))
Subject Matter Obtained Directly or Indirectly from An Inventor (AIA 35 U.S.C. 102(b}(1}(A). (b)}(1)B). (b)}(2)(A), and

b)(2)(B!
USPTO Electronic System Indications of First-Inventor-to-File Applications

Statement Under 37 CFR 1.55 or 1.78
Interim Copies of Foreign Priority Documents

AIA Resources

AlA Informational Videos

AIA Press Releases and Speeches

AIA Frequently Asked Questions

AIA Comments

AlA Blog

AIA Roadshow

Global Impacts of AIA

AIA Statistics

Foreign Fiing Date and Translations

Foreign Priority Documents

Obviousness

Miscelaneous
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USPTO Home Page www.uspto.gov

u S to G . search for patents | search for trademarks
. >

The United States PEERT and Trademark Office
an ag I the Dapartment of Comi

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INWENTORS | NEWS & NOTICES | FAGs | KIDS | ABOUT US

MNew Alexandria Headquarters
Visitor Access Policy

As of August 4, 2014, the USPTO instituted
new 3coess control procedures that may
affect visitors to the Alexandris campus.

The Director's
Forum

>> patents
. >> tfrademarks
America Invents Act y >> ipla‘w&poricv

“ouwr guide to the law

USPTO NEWS

Patent Examiner
Guidance

Alice Cornp. Examination
Instructions
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SPTO Patents

search for patents | search for trademarks

ooz B

The United States
an agency of the DepcleenT of Commerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAQs | KIDS | ABOUT US

Home Page » PATENTS

Patent Search Patents

Patent Process

What is a patent?

Patent Classification
A patent is an intellectual property right granted by the Government of the United States of America to an inventor “to
Patent Forms exclude others from making, using, offering for salke, or seling the invention throughout the United States or importing the
invention into the United States” for a imited time in exchange for public disclosure of the invention when the patent i
Litigation granted.

There are three types of patents. Utility patents may be granted to anyone who invents or discovers any new and useful
process, machine, articke of manufacture, or composttion of matter, or any new and useful improvement thereof. Here is the
= solrTi DTS CE i process for obtaining a utility patent. Design patents may be granted to anyone who invents a new, original, and
ornamental design for an articke of manufacture. Plant patents may be granted to anyone who invents or discovers and
asexually reproduces any distinct and new variety of plant.

Statistics

Patent Laws, Regulations, Policies &

Procedures
View the different types of patent applications.

Resources and Guidance
First-time filers, start here

Office of Data Management
Learn general information concerning patents in our online brochure or through this downloadable and printable guide

Announcements (PDFE). See alko resources for fiing for a patent online. First time online filers may ako contact the Patents Electronic Business
Center for assktance.

Initiatives & Events
Patent Tools and LInks

International Cooperation

. Search for a patent, search patent owners (assignments), and our attorne
siSearch Patents| ...~ °° P (assg ) Y

Employee Locator

Contact Patents

I
‘ ‘ PJANIRS Check the fiing status of your patent application.
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The United States

Patent Forms

search for patents | search for trademarks

Er

an agency of the Department of Commerce

PATENTS | TRADEMARKS | IP LAW & POLICY | PRODUCTS & SERVICES | INVENTORS | NEWS & NOTICES | FAQs | KIDS | ABOUT US

Home Page » PATENTS » Patent Forms

Patent Search
Patent Process
Patent Classification
Patent Forms
Litigation

Statistics

Electronic Business Center

Patent Laws, Regulations, Policies & Procedures

Resources and Guidance
Office of Data Management
Announcements

Initiatives & Events
International Cooperation
Employee Locator

Contact Patents

Patents Forms

Due to the enactment of the America Invents Act on September 16, 2011, the USPTO now has two separate forms pages, one
page containing forms for patent applications filed on or after September 16, 2012, and one containing forms for patent
applications filed before September 16, 2012. Please click the appropriate hyperlink below to access the applicable patent forms
for your patent application.

Please note the following:

® Some forms may appear on both pages.

@ For patent applications filed under 35 U.S.C. 111(a), the actual filing date, and not an earlier effective filing date based on
one more more domestic benefit claims, is used to determine which forms should be used.

@ For applications entering the national stage under 35 U.5.C. 371, the international filing date of the international application
is used to determine which forms should be used.

Patent Forms for Applications Filed On or After September 16, 2012

Patent Forms for Applications Filed Before September 16, 2012
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THANK YOU
for joining us today

Time for Q&A

For future questions:
HelpAIA@uspto.gov.



mailto:HelpAIA@uspto.gov
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Contact
Kathleen Fonda
Mary Till
Susy Tsang-Foster
Kathleen Bragdon
Chris Grant
Tom Hughes
Cassandra Spyrou
MaryBeth Jones
Gerald Leffers
Steven Saras
Donald Sparks

Valencia Martin-Wallace

Business Unit

OPLA
OPLA
OPLA
TC 1600
TC 2400
TC 3700
TC 2800
OPQA
OPQA
OPQA
OPQA

Patents

Email (@uspto.gov)
kathleen.fonda
mary.till

susy.tsang-foster
kathleen.bragdon
chris.grant
tom.hughes
cassandra.spyrou
marybeth.jones
gerald.leffers
steven.saras
donald.sparks

valencia.martinwallace

198



