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Preliminary notes

● Feel free to ask questions as they arise

● Note that attending this webinar or viewing 
these slides does not make you my client and 
does not make me your attorney

● This is not legal advice

● Read and understand 37 CFR 1.10
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Live in-person PCT Seminar

Redwood City, California

October 16-18, 2018

2½ day seminar

shop.oppedahl.com

Registration is on sale until August 27

Coupon code POPUP for an extra $100 off
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Why we are here

● There have been times when the EFS-Web 
system has been broken

● Sometimes the EFS-Web contingency server 
has also been broken

● It is important to know how to file a US patent 
application by going to the post office
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Brief summary of procedure

● Assemble your patent application as printouts 
on paper

● Prepare a return post card

● Prepare a Priority Mail Express shipping label

● Put the Priority Mail Express tracking number 
on the topmost page in the stack

● Take it all to the post office

● Get a receipt showing the “date in”
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If the application we are getting 
ready to file is a PCT application ...
● Then consider e-filing at RO/IB instead of 

RO/US

● Visit pct.wipo.int to get a WIPO user ID and 
password

● If the invention was made in the US, you need 
an FFL (foreign filing license) before filing in 
RO/IB

● The FFL in your priority application might cover 
this
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Filing in RO/IB

● You need to keep track of when it will be 
midnight in Switzerland

● The ePCT system displays the current time in 
Switzerland
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37 CFR 1.10

● You need to print out 37 CFR 1.10 and read it 
several times

● This is your very important source document for 
filing a US patent application by going to the 
post office

● Do not merely rely upon these slides to know 
how to do the filing
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Now the details

● Make sure you know where your post office is 
and make sure it will be open

● Pay no attention to the cutoff time for next-day 
delivery of Priority Mail Express – that cutoff 
time is irrelevant

● Know how to prepare a shipping label for 
Priority Mail Express

● Maybe pick up some blank PME shipping labels 
from your local post office ahead of time
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A big tyvek envelope

● You need a big envelope.  I strongly suggest 
using a Tyvek (nonwoven polyolefin fabric) 
envelope.

● You can use a plain white tyvek envelope

● Optionally – if you like, you can use a Priority 
Mail Express envelope from the post office (not 
required) --- they are made of tyvek

● Maybe pick up some PME envelopes ahead of 
time from your local post office
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PME flat-rate envelope

● Another option is to use a PME flat-rate 
envelope from the USPS

● This has the great advantage that you do not 
need to worry about how many ounces the 
weight is for your package

● Pick up some PME flat-rate envelopes ahead of 
time from your local post office

  
12

Priority Mail Express shipping label

● The Best Practice is to use Click-n-ship to 
prepare your PME shipping label

● Plan ahead and create a Click-n-ship account 
on the USPS web site

● Plan ahead and store your credit card in the 
Click-n-ship system web site

● Plan ahead and put the mailing address for the 
USPTO into your Click-n-ship address book
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The shipping label

● The address is:

Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450
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The shipping label

● Make sure that you apply enough postage

● There is a flat rate amount that applies if you 
use a PME flat rate envelope

● Otherwise you need to weigh your package and 
make sure you pay enough

● You do not want your PME package returned to 
sender for insufficient postage
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Click-n-ship

If you use click-n-ship, the system will print the 
label on your printer

Three ways to apply the label to your envelope:

● Print on label paper, peel off the label, apply it 
to your envelope (Best Practice)

● Print on paper, use spray adhesive to apply the 
paper label to your envelope (second best 
practice)

● Print on paper, tape the label to your envelope
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Now you know your tracking number

● The PME tracking number must appear on the 
topmost sheet of paper in your filing package

● If you hand-write it, proofread it carefully

● USPTO personnel will use this number on the 
USPS tracking web page to see when you 
mailed it

● If they can't read the number, you are in big 
trouble

● Write plainly and in large letters
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The top-most sheet

● The PME tracking number must appear on the 
topmost sheet of paper in your filing package

● Best practice is to copy and paste from the 
USPS web site into your word processor to 
prepare the topmost sheet, so that the PME 
tracking number is free from error and clearly 
legible

● Use a large font
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The return post card

● Prepare a return post card

● Best practice is to use a post card that you 
purchased at the post office

● Alternatively use a 4 by 6 inch post card of your 
own making, on thick card stock

● Make absolutely sure there is enough postage 
on the post card

● What if the rates went up recently?

● Use a “forever” stamp
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The return post card

● The return post card absolutely must have your 
mailing address on it

● This is a frequently made mistake, failing to put 
a mailing address on the card
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The return post card

On the card, list everything that is going in the 
envelope, for example:

– Specification – 10 pages

– Claims – 7 pages

– Abstract – 1 page

– Drawings – 4 pages

– Application data sheet – 7 pages

– Check number 1234 in the amount of $1760

– Transmittal letter
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The return post card

The most important thing is the page counts.

Be sure to list how many pages of spec, claims, 
abstract, and drawings.

You will need this later if USPTO loses one of 
your pages.
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Transmittal letter is optional

● You may find it convenient to use Form 
PTO/AIA/15 Utility Patent Application 
Transmittal

● Or Form PTO/AIA/18 Design Patent Application 
Transmittal

● Or Form PTO/AIA/19 Plant Patent Application 
Transmittal

● For a provisional I would use AIA15 and an 
ADS, checking the “provisional” box on the ADS
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Assemble your package

● Topmost sheet must show the PME tracking 
number

● The return post card

● Application data sheet (form PTO/AIA/14)

● Specification, claims, abstract, drawings

● Maybe a check to pay the fees

● Maybe form 2038 to pay the fees

● Keep a copy or scan of everything that is going 
into the envelope
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Checking your package

● Cross-check that page counts for the actual 
pages match the page counts listed on the post 
card and on the transmittal letter

● Have a second pair of eyes in this cross-
checking

● Make sure the topmost sheet bears the PME 
tracking numebr

● Make sure the post card is in the package

● Seal it up
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Head for the post office

● The single most important thing is you need to 
walk away from the post office with a receipt 
that lists your tracking number and shows 
today's date as the date of mailing

● Nothing else is acceptable
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At the post office

● The clerk might be pointing out that you arrived 
too late to get the package delivered tomorrow

● Tell them you don't care about that

● Tell them that what you want is a receipt that 
says you mailed it today

● Nothing else is acceptable

● The receipt needs to say you mailed it today
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Returning from the post office

● Scan or photocopy the receipt from the post 
office

● It was printed on thermal paper that will fade 
with time
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Tracking the package

● Go to the USPS web site and enter the tracking 
number.

● Click on the link that lets you set up email 
notifications

● Set up email notifications

● Smart tip:  put your docket number into the 
“your name” field for the notifications
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Docketing

● Docket maybe a week to check for receiving the 
return post card from the USPTO

● Docket maybe a week to check for the 
application being visible in Private PAIR
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Finding out your application number

● The USPTO will stamp your application number 
onto the return post card

● Maybe you will find your application number in 
the Financial Manager system

● The application number will be stamped on your 
canceled check

● Hopefully you can look in Private PAIR under 
your customer number and you can find the 
application number
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The penalty

● USPTO charges a $400 penalty if you paper-file 
instead of e-filing

● This penalty is statutory, and so the Director is 
unable to waive the penalty

● $200 for small entity, $100 for micro entity

● Penalty does not apply to provisional, design, or 
plant applications

● Consider whether a provisional application 
might serve your needs (no good for design)
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Thank you – questions?
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In a few minutes ...

● Free webinar on how to respond to office 
actions by fax or postal mail

● https://attendee.gotowebinar.com/register/3696
106586138839298
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Live in-person PCT Seminar

Redwood City, California

October 16-18, 2018

2½ day seminar

shop.oppedahl.com

Registration is on sale until August 27

Coupon code POPUP for an extra $100 off
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Please report your CLE

● You will need to report your CLE claims directly 
to your CLE agency

● Please go here to report to us where you 
claimed CLE:  www.oppedahl.com/cle (we are 
required to keep records of this)

● Please complete the evaluation questionnaire
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UNIFORM CERTIFICATE OF ATTENDANCE
Within 30 days of the activity, this certificate shall be filed

with the appropriate MCLE Board(s) or Commission(s)

Sponsor:_____________________________________________________________________________

Activity Title:__________________________________________________________________________

Date:________________________________________________________________________________
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 (for those states designating seminar numbers)
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TO BE COMPLETED BY ATTORNEY                                                                                         
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